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From The Editor’s Desk
Dear Reader,
Welcome to the fifth edition of the “IP India News”!

We had an optimistic start to the year wherein the Prime Minister Mr. Modi set the goals for start-up India
Action Plan. There were several events that took place clearly taking off the plan at high levels.

Some hiccups are bound to happen and they did. The Indian Trade Marks Registry began issuing abandonment
orders in an attempt to clear a large backlog of unprocessed cases. More than 1,93,908 trademarks were
abandoned without granting any opportunity of being heard.

On April 4, 2016, the Controller General of Patents, Designs and Trade Marks (CGPDTM), issued a notification
announcing restoration measures for cases in which an improper abandonment order has been issued.
According to this notification, if sufficient documentary evidence is provided to CGPDTM substantiating the case
that an abandonment order was issued erroneously, appropriate measures will be taken to restore the case.

The Intellectual Property Attorneys Association preferred common Writ Petition with respect to the above
mentioned arbitrariness. The Hon’ble High Court of Delhi on April 05, 2016, imposed a stay on the
abandonment orders passed on/or after March 20, 2016 by Registrar of Trade Marks. The Registrar of Trade
Marks was further directed not to treat any trademark applications as abandoned without proper notice to an
affected party as provided under Sections 21,128 and 132 of the Trademarks Act, 1999.

In the meantime, the CGPDTM issued another public notice dated April 11, 2016; whereby they decided to
provide an opportunity to the applicants and/or their authorized attorneys’ concerned in the interest of Justice.
The deadline of April 30, 2016 is fixed by the CGPDTM to file representation.

The storm in the tea-cup is over and we find ourselves back at square one, hoping that such things don’t happen
in the future.

| would take this opportunity to thank everyone who has supported this edition by providing useful information.
We hope you will find this a useful update on Intellectual Property in India.

[ Yours sincerely,

I 4 Ms. Richa Pandey
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IP Scoop

Indian Patént Office — Mu'mbai

To be or not to be —compulsory licenses

Under the Indian Patent Act, compulsory license
allows an entity to license their Intellectual Property
without the
manufacturer, Lee Pharma has filed the third-ever

right holder’s consent. An Indian

compulsory license application in India for
AstraZeneca's type |l diabetes drug saxagliptin. The
legal provision first caught attention in the year 2012
when Natco Pharma succeeded in obtaining such a
license for Bayer's anticancer drug Nexavar
(sorafenib). Subsequently, in the following year, BDR
Pharma made another application for a license for
Bristol-Myers Squibb's (BMS) Sprycel (dasatinib). BDR
Pharma, however, failed in its attempt for not having
met the precondition of making sufficient prior

efforts at negotiating a voluntary license.

In this instant case, Lee Pharma first filed an
application under Section 84(1) of the Patents Act,
1970 for manufacture and selling of the compound
Saxagliptin — an anti-diabetes drug to Bristal Myers
Squib (BMS). BMS transferred the ownership rights to
AstraZeneca by virtue of an Assignment Deed.

The Hyderabad based drug manufacturer, in its
application asserted that:

* Reasonable requirements of the public with
respect to patented invention have not been satisfied

as the drug is sourced entirely from US and Ireland
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and upon import, a majority of the drug is re-
exported to other countries thus resulting in a 99%
shortage in the Indian market

e Patented invention is not available to available to
the public at a reasonable afforded price, as although
the drug is imported at INR 0.80-0.92 but it is sold at
only INR 41-49 per tablet

e Patented invention has not been worked in India
even after the expiry of 8 years

The Controller considered each of the three grounds
in the compulsory license application and made the
following observations while refusing the application
of Lee Pharma:

e Reasonable requirement of the public has not
been satisfied: In the opinion of the Controller, not all
people suffering from Type Il Diabetes Mellitus rely
on this drug particularly and also focus on dietary and
lifestyle changes. Further, Lee Pharma failed to
demonstrate the comparative requirement of the
drug versus other DPP-4 inhibitors.

¢ The patented invention was not available to the
public at a reasonably affordable price: Analyzing the
second contention, the Controller observed that
since all the other DPP-4 inhibitors were available at
a similar price range, the Applicant’s burden to prove
that the drug was unreasonably priced failed.

e The patented invention had not been worked in
the territory of India: This ground was rejected on the
basis that it isn’t necessary to manufacture the
present drug in India. Further, the Applicant failed to
show the demand of the drug in the Indian market
and the final condition.

In the 19" January order, the Controller reiterated
the objections raised in the preliminary opinion and
noted that Lee Pharma had miserably failed to
establish grounds (i) and (ii) of Section 84(1). Further
the question of deciding (iii) is dependent on ground
(i) and (ii) being satisfied.
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During the pendency of the above-mentioned order,
AstraZeneca AB filed an intervention petition on 9th
November 2015, with a request to be granted an in-
person hearing under Section 80 of the Act.

The Controller rejecting the plea of the intervention
petition stated that neither the petition nor the
Petitioner’s submission holds any merit and the
Petitioner has no locus standi at this stage unless an
order under Section 87(1) that a prima facie case has
been made out under Section 84. Even if such a case
is made out, the patentee or any other person
desiring to oppose the application, within such time,
can submit a notice of opposition.

Thus, it was held that since the application of
Compulsory Licensing is not related to the grant of
patent or amendment of specification, the Petition
has no locus standi in the present case and the
petition is not maintainable under Section 80 of the
Patents Act, 1970.

Compulsory Licensing helps in mediating the inherent
tension between a patentee and the benefit of the
public. This decision reinstates that India is now
ready to adopt a balanced, non-biased approach and
not rushing to decide matters in favor of generic
players and also weighing in public interest principles.
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Data

Ltd. And Ors. v/s
Technologies Ltd.

Infosys Infosys

In Data Infosys Ltd. and Ors. v/s Infosys Technologies
Ltd., a Full Bench of Delhi High Court is called upon to
interpret a judicial conflict on the question whether
prior permission of the Court is necessary under
Section 124(1)(b)(ii) of the Trade Marks Act, 1999 for
filing a rectification petition before the IPAB, of a
registered trademark, during the pendency of a suit.

Two opposing and divergent views of reasoning
existed in this regard- one being that the proceedings
for rectification of the defendant’s mark cannot be
initiated without the prima facie satisfaction of the
plea by the Court and following that the suit thus
cannot be adjourned or stayed in terms of Section
124(1)(b)(ii) of the Act to await the outcome of the
rectification proceedings initiated by the plaintiff
before the Intellectual Property Appellate Board
(hereafter “IPAB”) - if the procedure outlined therein
is not followed. Whereas the other view follows that
rectification proceedings can be initiated without the
permission of the court trying the infringement suit
and the consequence of not obtaining permission is

only that the applicant cannot seek stay of suit.

The present case involves Infosys Technologies Ltd.

suing Data Infosys, and claiming permanent
injunction against infringement of its registered
trademarks in “Infosys” and allied marks. Infosys had
also sought relief against the use of its corporate

name, including the use by the defendant of the
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domain name — www.datainfosys.net that, it was

argued, amounted to infringement of its registered
trademarks.

Further, Infosys also sought rectification of the
registered trademark “Data Infosys” before the IPAB.
Upon becoming aware of these proceedings, the
Data

alleging that the

defendant, Infosys moved an application

initial filing of rectification
proceedings without seeking leave of the Court
constituted an abuse of process and that the
proceedings before the IPAB were therefore, null and

void.

The defendant based his arguments on Section
124(1)(b)(ii) and stated that if
proceedings were filed without obtaining such

rectification

permission, such proceedings would not be
thus
condition precedent and mandatory. The defendant
cited Astrazeneca UK Ltd. & Anr. vs Orchid Chemicals

and Pharmaceuticals Ltd to further substantiate their

maintainable, basing this provision as a

claims.

Infosys, on the other hand, relied upon the Madras
High Court decision in the case of B. Mohamed
Yousuff vs Prabha Singh Jaswant Singh & Ors, which
stated that the terms stated in Section 124(b)(ii)
should be read as requirements for the grant of a
stay and not as requirements or pre- condition for
filing an application for rectification. The Court
further held that the right to file an application for
rectification is a statutory right, conferred upon a
party who is aggrieved by an entry made in the
register.

The Delhi High Court, in its order, ruled in favor of the
plaintiff and held that
jurisdiction to consider

IPAB has the exclusive
and decide upon the
trademark registration invalidity. Access to IPAB is
not dependent on the civil court’s prima facie
assessment of tenability of the plea of invalidity of

registration. The grounds for invalidating a mark, or
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deciding a plea of invalidity, are spelt out in Sections
47,57 and some other related provisions.

The Court holds by its majority judgment that the two
situations whereby the infringement action is stayed,
are when the rectification proceedings are instituted
before the filing of the suit (Section 124 (1)(i)) and
after the plea of invalidity is held to be prima facie
tenable under Section 124 (1) (ii)) to enable the party
urging invalidity to approach IPAB.

However, Justice Vipin Sanghvi dissenting with the
view at this point stated that nothing in the Section
124(1) or (2) bars the plaintiff or defendant from
moving an application to the Registrar/ Appellate
Board for rectification of the registered trademark of
the opposite party at any point of time, i.e. either
before, or after the filing of the suit for infringement
by the plaintiff.

It was therefore held that as per Section 124, the

Court’s jurisdiction extends only to examining

whether a prima facie case for invalidity exists only
for the limited purpose of granting a stay.
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Impetus

Beware

of the Indian
Biological Diversity
Act, 2002

— by Anshul Saurastri

This article is an attempt to educate the reader
regarding the statutory compliances under the Indian
Biological Diversity Act, 2002 (“Act”), and to provide
concise advice in order to avoid unintended non-
compliance.

The Indian Biological Diversity Act, 2002

The Act received the Presidential assent on February
05, 2003 and seeks to provide for conservation of
biological diversity, sustainable use of its components
and fair and equitable sharing of the benefits arising
out of the use of biological resources, knowledge and
for matters connected therewith or incidental
thereto. The Act also reinstates to respect and
protect knowledge of local communities traditional
knowledge related to biodiversity and to conserve
and develop areas of importance from the standpoint
of biological diversity by declaring them biological

diversity heritage site.

Regulations and requirements

The regulatory authorities constituted under the Act
are the National Biodiversity Authority (“NBA”), the
State (“SBB’s”) and the
Biodiversity Management Committee’s (“BMC’s”).

Biodiversity Boards

The NBA regulates the grant of approval —

a) for obtaining Indian biological resources or

knowledge associated thereto for commercial

utilization, bio-survey or bio-utilization by foreign
citizens, or foreign corporations, or non-resident
Indians (as defined by the Indian Income Tax Act) or
Indian bodies non-Indian

corporate having
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shareholding or management (refer to Section 3 of
the Act);

b) for transfer of results of research relating to Indian
biological resources by any person to any foreign
citizen, or non-resident or Indian corporate bodies
containing foreign shareholding or
(refer to Section 4 of the Act);

management

c) for applying for intellectual property protection
including patents by any person in or outside India
(refer to Section 6 of the Act).

d) To regulate activities of, approve and advice the
Government of India on matters relating to the
conservation of biodiversity, sustainable use of its
components and equitable sharing of benefits.

e) To notify areas of biodiversity importance as
biodiversity heritage sites under this act and perform
other functions as may be necessary to carry out the
provisions of the Act.

f) To take measures to protect biodiversity of the
country as well as to oppose the grant of intellectual
property rights to any country outside or any
biological resources obtained from India.

The SBBs’
obtaining Indian biological resources for commercial

regulate the grant of approvals for

utilization, bio-survey or bio-utilization by Indian
citizens or Indian corporate bodies (refer to Section 7
of the Act).

The local BMCs’ provide consultation to the NBA and
SBBs’ regarding the use of and the imposition of fees
for accessing or collection of biological resources by
any persons, whether legal or natural.

Further, the NBA deals with the requests for access to

the biological resources as well as transfer of

information of traditional knowledge to foreign
nationals, institutions and companies. The recent
relating to NBA

include the establishment of designated National

developments implementation

Repository (DNR) under Section 39 as an important
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aspect of infrastructure for biodiversity conservation.

This DNR provides service providers for preserved
specimen consisting all faun, herbarium (dried plant
material for research), living cells, genomes of
organisms and information relating to hereditary and

function of biological system.

Penalties and Offences

The Act stipulates that all offences shall be cognizable
and non-bailable, which means that all offences
under the Act shall be punishable with imprisonment
for 3 years or more and that a police officer may
arrest any alleged offender without a warrant.

Any contravention of the provisions of Sections 3, 4
and 6 of the Act, or attempt or abetment thereof
attracts an imprisonment term of 5 years, or fine of
INR 1 million (note: in case the damage caused is
greater than INR 1 million, then commensurate with
such damage caused), or both.

Any contravention of the provisions of Section 7 of
the Act, or attempt or abetment thereof attracts an
imprisonment term of 3 years, or fine of INR 0.5
million, or both.

Furthermore, in case the offender is found to be a
company, the directors and key managerial personnel
of the company shall be deemed to be guilty of such
offence, unless they prove that the offence was
committed without their knowledge.

Typical objections/violations under the Act
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b) Objection from the IPO with regards to the need
for seeking approval of the NBA prior to receiving
grant of the patent application.

c) Notice from the NBA alleging violation of Section 3
of the Act on account of failure to seek approval of
the NBA prior to accessing Indian biological resources
for carrying out research.

d) Notice from the NBA alleging violation of Section 6
of the Act on account of failure to seek approval of
the NBA prior to receipt of grant of patents in
countries outside India on inventions which are based
on research or information on Indian biological
resources.

Measure to avoid objections/violations

Based on recent experiences in advising on this Act,
the typical non-compliance or statutory violations
found are as below —

a) Objection from the Indian Patent Office (“IPO”)
with regards to failure in providing disclosure with
respect to the use of biological resources for arriving
at the invention for which a patent application has
been made.

In light of the above, it is amply clear that the access
to Indian biological resources is heavily regulated and
contains extremely harsh penalties for unregulated
access. In view thereof, it is critical that in-house
compliance teams in R&D organizations devise
effective measures to contain statutory risks. Briefly
outlined below are some steps that can be taken by

those concerned-

a) Pre R&D (for foreign individuals, NRIs’, foreign
corporations and Indian corporations having non-
Indian shareholding or management)

i. Gather information from research teams regarding
the material proposed to being obtained for a

research project.

ii. Identify whether such material is a “biological
resource” or a “value added product”. If there is no
clarity, seek opinion of expert outside counsel.

iii. Gather details regarding the date of procurement
and details of vendors from whom such material is
procured.

iv. Apply to the NBA for approval prior to obtaining
the Indian biological resource.
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b) At the time of filing a patent application (for any

person, whether legal or natural, whether Indian or
non-Indian)

i. Intimate your patent counsel regarding use of a
biological resource in the invention, if in case there is
no clarity, seek opinion of the patent counsel.

ii. Provide undertaking regarding use of an Indian
biological resource in the invention to the Indian
Patent Office.

iii. Provide adequate disclosure of the source and
geographical origin of the biological resource used in
the invention.

iv. Apply to the NBA for approval prior to receiving
grant of a patent whether inside or outside India.

Conclusion

Although, the Act is a noble attempt to protect the
rich biological diversity of India, there are a number
of reasons why it is a complex one to navigate, some
of which are outlined below -

a) Inadequate explanations of the difference
between key terms such as “by-products” and “value
added products” has caused a lot of confusion, since
in the definition of
added

products” are excluded; thus, causing unnecessary

“by-products” are included

“biological resources” whereas “value
difficulty in ascertaining whether one lies under the
purview of the Act, or not. Coherent and detailed
examples from the concerned authorities will go a

long way in getting rid of such confusion.

b) Non-adherence of the mandatory 90 days period
for disposal of NBA applications, coupled with the
denial of grants of patents by the Indian Patent Office
(“IPO”) until receipt of NBA approvals, has lead to
massive increase in the bureaucracy, timelines and
costs of the patent approval process. Since India is
well known for inordinate delays in patent approvals,
this added burden could lead to a situation whereby
filing a patent application is no longer worth the
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trouble. Delinking the NBA approvals to patent
approvals would be a welcome move by the
concerned authorities.

What’s In
A Name

— by Kavita M Nigam

With the constant evolution of Intellectual Property
Rights the world over, a diverse nature of rights have
emerged such as right to command and control the
commercial exploitation of one’s identity and
persona including one’s name, image, likeness or
other unequivocal aspects of person’s distinctiveness
such as voice, signature, style, gestures, recognizable
attire. The aforesaid rights have come to be known as

‘Personality’, ‘Publicity’ or ‘Image’ Rights.

Although there is no specific codified law governing
the subject, an individual may take recourse to the
common law in India and provisions of various
statutes such as the Trade Marks Act, 1999 and the
Copyright Act, 1957 to protect various indicia of
personality of image.

In Trademark law, individuals may apply for the
protection of their name, likeness and nicknames,
among other things with the Trademarks Registry in
order to obtain statutory protection against its
misuse. In the absence of statutory protection, an
individual may also resort to an action for passing off
in order to protect his/her publicity and image rights.
However, an action for passing off requires proof of
the reputation of an individual; some form of
misrepresentation; and irreparable damage to the
individual. In DM Entertainment v. Jhaveri, the Delhi
High Court restrained the defendant from using the
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trademark “DalerMahendi”, thus recognizing the fact

that an entertainer’s name may have trademark
significance.

In Copyright law, a specific image may be protected
in the form of a photograph; painting or other
derivative works and the owner may sue for
infringement in case of unauthorized usage of any
such work. However, complications arising out of the
issue of ownership of a specific image make it
difficult for individuals to protect their likeness, name
or image under copyright law. Normally, when a
celebrity permits his photograph to be taken or
painting to be drawn, the permitted usage of such
photograph / painting is specified and is subject
matter of agreement executed between the celebrity
and the person at whose instance the photograph is

taken or painting is drawn.

The Advertising Standards Council of India Code
which is a self-regulatory code for advertisements
also provides against the reference of any person in
an advertisement without his permission which
confers an unjustified advantage on the product
advertised or tends to the bring the person into
ridicule or disrepute. Further, when any attribute of a
person’s identity or persona is used without his
consent for the purpose of promoting the sale, use or
supply of any goods or services have inter alia
sponsorship, affiliation or approval of such person,
such an act may constitute an unfair trade practice.
An individual may also initiate a passing off action
against a person who misappropriates attributes of
his identity or personality and makes false and
misleading claims of endorsement by using such
attributes of individual in respect of his goods or
services.

In an age where brand equity of celebrities is
sometimes equal to or even more than that of
corporate houses and corporate brands, there is
bound to be a significant surge in actions taken by
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of their
personality or image. There has been a growing

celebrities to protect various indicia
awareness of their rights in India in recent times
where instances of actions taken by celebrities or
well known personalities against diverse kinds of acts
of misappropriation at different forums have been

witnessed.

In a recent instance, the Chairman of the Tata Group

of companies, Mr. Cyrus Mistry initiated legal

proceedings against an individual for using his

personal name as a part of domain names
www.cyrusmistry.co.uk and  www.cyrusmistry.co
without Mr. Mistry’s authorization. The Delhi High
Court recognized the name ‘Cyrus Mistry’ as being
well known and held that websites were created by
the Defendant to ‘blatantly and illegally’ capitalize on
the well known name of corporate honcho. The
nature, tone and tenor of the correspondence
between the Defendant and the Plaintiff including
Defendant’s attempt to sell the domains to the
Plaintiff were also considered for arriving at the
decision. Considering the various facts and evidence
placed before it, the Court held that the Defendant
was liable for passing off and violation of publicity
rights of the Plaintiff. The Court passed an order of
permanent injunction against the Defendant and
awarded punitive damages to the tune of Rs. Five

lakhs in favour of the Plaintiff.

Actions taken by well-known personalities and
decisions of the court such as above are reflective of
the growing awareness of such rights and an evolving
jurisprudence in the area of personality rights.

Vol. III, Issue 2, April, 2016 © Krishna & Saurastri Associates 8



IP India News

IP Spectator

Indian Patent Office - DeIh|

Revised CRI Guidelines — Boon Or Bane

Patentability of Computer Related Inventions

The present decade is witnessing rapid strides in

innovation, invention and technology. This is
resulting in an increased number of organizations
investing large outlays of resources in research and
development. The research and development is
extremely pertinent for patent protection. As India is
well known for its booming software industry, the
Indian Intellectual Property office has recently issued
guidelines for examination of Computer Related
Inventions (CRI) specifying what subject matter is

patentable.

On February 19, 2016, the Office of Controller
General of Patents, Designs and Trademarks (Indian
Patent Office or IPO)
guidelines. This came two months after the previous

issued a revised set of
CRI guidelines, released on 21 August 2015, were put
in abeyance following severe criticism from various
stakeholders. The new Guidelines are now in line
with the provisions of the Patents Act 1970 that
exclude mathematical

methods, algorithms and

computer programmes per se from patentability.

The 2016 guidelines, which are not only a staggering
improvisation from all previous versions, but also
introduce a new three step test to determine
applicability of section 3(k):

“5. Tests/ Indicators to determine Patentability of
CRIs (“Computer Related inventions”):
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Examiners may rely on the following three stage test

in examining CRI applications:

(1) Properly construe the claim and identify the
actual contribution;

(2) If the contribution lies only in mathematical
method, business method or algorithm, deny the
claim;

(3) If the contribution lies in the field of computer

programme, check whether it is claimed in
conjunction with a novel hardware and proceed to
other steps to determine patentability with respect
to the invention. The computer programme in itself is
never patentable. If the contribution lies solely in the
If the

contribution lies in both the computer programme as

computer programme, deny the claim.

well as hardware, proceed to other steps of
patentability. “

Further, the Guidelines also recognize that CRIs may
fall under Sections 3(k), 3(l), 3(m) and 3(n):

“2.2. The Patents (Amendment) Act, 2002 also
introduced explicit exclusions from patentability
under Section 3 for CRls as under:

3(k) a mathematical or business method or a

computer programme per se or algorithms;

() a literary, dramatic, musical or artistic work or any

other aesthetic creation whatsoever including

cinematographic works and television productions;

(m) a mere scheme or rule or method of performing
mental act or method of playing game;

(n) a presentation of information;”

The determination of inventive step with regard to
CRIs is such that it must be a feature, which is not an
excluded subject itself. Otherwise, the patentee
citing economic significance or technical advance in
relation to any of the excluded subjects van insist
upon the grant of patent thereto. For the purposes of
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interpreting ‘technical advance’ as provided under
Section 2(1)(ja) the Guidelines state that ‘that
comparison should be done with the subject matter

of invention and it should be found that the advance
is not related to any of the excluded subjects’.

As we know, one of the pre-requisites for a patent to
be granted is that the invention should be capable of
industrial application. The revised guidelines have
explicitly stated that the claims relating to ‘method of
playing
languages’ and methods of effecting introductions

games’ and ‘computer programming
with a view to making friends is not industrially
applicable even though it could be carried out by a
commercial enterprise. They specify that the patent
specification must disclose a practical application and
industrial use for the claimed invention wherein the
concrete benefit must be derivable directly from the
description with general

coupled common

knowledge.

The claims concerning CRIs are often phrased in
means for performing some function such as means
for converting digital to analog signal, etc. The
‘means’ mentioned in the claims, for performing
some function, shall be clearly defined with the help
of physical constructional features to enhance the
intelligibility of the claims. The claims in means plus
function form shall not be allowed if the structural
features of those means are not disclosed in the
specification. Further if the specification supports
implementation of the invention solely by a
computer program then in that case means plus
function claims shall be rejected as these means are

nothing but computer programmes per se.

For an invention to be patented, it is necessary to
ascertain whether the nature of the claimed CRI is of
technical nature involving technical advancement as
compared to the existing knowledge or having
economic significance or both, and is not subject to
exclusion under Section 3 of the Patents Act. The sub-
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section 3(k) excludes mathematical methods or
business methods or computer programmers per se
or algorithms from patentability. To determine the
excluded subject matter relating to CRIs, the new
Guidelines provide that it is important to judge the
substance of the claims taking whole of the claims
together. If the claims in any form such method/
process, apparatus/system/device, computer
program product/ computer readable medium fall
under excluded categories, they would not be
patentable. However, if in substance, the claims,
taken as a whole, do not fall in any of the excluded

categories, the patent should not be denied.

The revised guidelines also mentioned that the mere
presence of a mathematical formula in a claim, to
clearly specify the scope of protection being sought
in an invention, does not necessarily render it to be a
“mathematical method” claim.

Similarly, a mere presence of the words such as
“enterprise”, “business”, “business rules”, “supply-
chain”, “order”, “sales”, “transactions”, “commerce”,
“payment” etc. in the claims does not lead to
conclusion of an Invention being just a “Business
Method”, but if the subject matter is essentially
about carrying out business/ trade/ financial activity/
transaction and/or a method of buying/selling goods
through web (e.g. providing web service
functionality), would be treated as business method

and will not be patentable.

The 2016 Guidelines, in line with the previous
guidelines, reiterated that all forms of algorithms are
excluded from patentability. Moreover, likewise
computer programme per se are also excluded from
patentability. The guidelines have narrowed down
the patentability in this aspect to checking whether
the computer programme is claimed in conjunction
with a novel hardware. The computer programme in
itself is not patentable. If the contribution lies solely
in the computer programme, it will not be allowed. It

is pertinent to note here that the guidelines are silent
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on technical effect and technical contribution in this

regard.

Furthermore, the IPO in the revised guidelines have
also included examples of the Controller’s decisions,
provided by SFLC.in, related to Section 3(k) to exhibit
the excluded categories.

The CRI Guidelines 2016 are very much in line with
Section 3(k) of the Patents Act 1970 and will ensure
that India’s software industry does not fall victim to
the very common phenomena of ‘patent thickets,
trolls’ as prevalent in countries like USA. The process
followed suggests the importance the Government
and the Indian Patent Office places on the innovation
economy. This has been widely welcomed by the
start-ups, the software industry and several other
organizations.

bl =

Bombay High Court

CTR v Sergi

CTR Manufacturing Industries Limited (‘CTR’) is the

proprietor of a patent for explosion and fire

detection technology for use in electrical
(Indian Patent No. 202302). CTR

claimed that the product manufactured by Sergi

transformers

Transformer Explosion Prevention Technologies
(Sergi) infringed its patent. CTR, therefore made an
application for an interim injunction restraining Sergi

from infringing CTR’s patent.

Sergi submitted that CTR’s Patent was invalid as
everything claimed by CTR in the patent was known
in the prior art and that there was nothing novel or
inventive about CTR’s patent. Sergi further submitted
that it had a licence to manufacture its product on
the basis of a licence obtained from Phillipe Magnier
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for Indian Patent No. 189089. CTR submitted that the
product manufactured by Sergi was not based on
Indian Patent No. 189089 but was infringing its
patent.

Sergi filed a counter-claim in the suit. It had also filed
a pre-grant opposition, post grant opposition against
CTR’s
revocation

patent before the Patent Office and a

application before the Intellectual

Property Appellate Board.

About the technology

Electrical transformers, which are used in power
generation and distribution, generate a substantial
amount of heat and need to be cooled. Transformers
are either air-cooled or cooled by water or oil. Due
to a high-energy short circuit or an electric arc
generated during regular operation of an oil-cooled
transformer, the cooling oil may get ignited which
can then lead to an explosion and a fire. In order to
prevent the oil from igniting, oil-cooled transformers
are often fitted with a gas detector relay (also known
as, Buchholz Relay). The gas detector relay monitors
and detects accumulation of gases or fluctuations in
the pressure which would result due to ignition of the
cooling oil. In the event that there is an accumulation
of gas or pressure rises, the gas detector relay is
designed to trip the protective circuit breaker which
in turn disconnects the power from the transformer.
At times, even when there is no threat of fire or
explosion, the gas detector relay trips the protective
circuit, creating a false alarm. This happens for
example when there are air pockets.

Interim injunction

CTR claimed that the inventive step, which is not
present in prior art, is that it uses a Differential Relay
to sense an imbalance in the incoming and outgoing
current along with the signals from the Buchholz
Relay. CTR claimed that the prior art did not monitor
or detect an imbalance in the incoming and outgoing
currents but only detected the outcome following
such an imbalance. CTR’s Patent therefore combined
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the Differential Relay, Buchholz Relay and the Circuit

Breaker to prevent an explosion or fire occurring.
Sergi’s Patent on the other hand only detected a
change in pressure in the transformer. CTR claimed
that the product manufactured by Sergi did not
match its patent but instead used all three integers
set out in CTR’s patent, that is, the Differential Relay,
Buchholz Relay and the Circuit Breaker.

Sergi submitted that all the three integers, namely
the Differential Relay, Buchholz Relay and Circuit
Breaker were all previously known. CTR on the other
hand submitted that while all the three separate
components of CTR’s Patent were previously known,
there was no system or device that combined them
as set out in CTR’s Patent.

For a patent to fall under section 3(f) of the Patents
Act, it is has to be shown that each of the integers in
the patent functions independently of one another
and does so in a manner that is known. The Court
held that the use of the Differential Relay, the
Buchholz Relay and the Master Trip or Circuit Breaker
while have all been previously known, have been
used in a unique and novel fashion in CTR’s Patent.
The Court further held that these integers do not
work independently of one another in a known way
but rather that the patent lies in the combination of
their use, the timing and the manner in which their
known functions are deployed to deliver a particular
result. The test for combination patents or
mosaicking is to see whether the combination of
integers was, at the relevant time obvious, not
whether each integer regarded in isolation was
obvious. The Court held that the deployment of the
Differential Relay, Bulchholz Relay and Circuit Breaker
in the manner set out in CTR’s patent was prima facie
novel and inventive and lead to an improved result.
The Court placed significant weight on the opinions
provided by experts retained by CTR and Sergi to

arrive at this finding.

The Court in the order extensively discussed the
doctrine of pith and marrow to counter Sergi’s
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defense that its product has an essential feature, a
pressure relief valve which is not covered by CTR’s
Patent. The doctrine of pith and marrow states that
in the event that the essential features of the patent
have been copied, there will still be infringement of
the patent if non-essential integers are added,
omitted or replaced. The Court held that the pressure
relief valve was not essential to the product being
sold by Sergi and therefore that Sergi’s product
added merely a non-essential or superfluous element
and prima facie infringed CTR’s patent. On the basis
of the opinion provided by the experts and a
comparison of the Sergi’s Indian and French
brochures to CTR’s Patent and Sergi’s Patent, the
judge made a prima facie finding that Sergi’s product

infringed CTR’s Patent.

The Court considered a number of other defenses put
forth by Sergi such as speed of grant of the patent,
prosecution history estoppel, pre-publication of the
patent and suppression in CTR’s Plaint but held that
none of them was applicable to the present case.

The Court was of the view that the fact that CTR had
a granted patent, while not a guarantee of its validity,
at the interim stage, was a material consideration for
the determination of a prima facie case. The
Defendant cannot merely state that he intends to
challenge the validity of the patent at trial but must
at the
vulnerability of a patent.

interim stage, prima facie demonstrate

The Court also briefly dealt with the balance of
convenience and other determinants for interim
relief. The Court held that
overwhelming prima facie case and that CTR would

there was an

not be able to recoup its losses by a decree in
damages.

The Court therefore granted an interim-injunction in
favour of CTR, restraining Sergi from manufacturing
any product that infringed CTR’s Patent pending the
hearing and final disposal of the suit.
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