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From The Editor’s Desk

Dear Reader,

Welcome to the third edition of the “IP India News”!

It was not very long back that India was a closed economy with a reputation steeped in
‘babudom’. They said (and may be rightly so) that for development where the rest of the world
rolls out the red carpet - India rolls out red tape, but situation changed as only situations can.
Recently, Indian government launched “Make In India” as an initiative to encourage companies
to manufacture products locally. It is a programme designed to facilitate investment, foster
innovation, enhance skill development, protect intellectual property and build the best in class

manufacturing infrastructure.

So far, the government has eased requirement in the construction sector, permitted 100% FDI
in railway, allowed 49% on approval and above 49% on case by case in the defense.

Positive efforts are being made to reduce complexities in terms of deregulation and de-license.
In an era which is conducive for overall development and reform, one can safely foresee

promising times ahead.

| would take this opportunity to thank everyone who has supported this edition by providing
useful information. We hope you will find this a useful update on Intellectual Property in India.

Yours Sincerely,

Ms. Richa Pandey
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IP Scoop

Torrent Pharmaceuticals Limited & Anr. Vs.
Pharmaceuticals Institute of India Private limited
& Anr.- from our corner

Recently, the Hon’ble High Court of Bombay was
pleased to grant an ad-interim injunction in favour
of “Torrent Pharmaceuticals Limited & Anr.”
(“Plaintiffs”) by restraining “Pharmaceuticals
Institute of India Private Llimited & Anr.”
(“Defendants”) from using the trademark
SHECAL/SHECAL 500 and/or any other word/mark
identical with and/or deceptively similar to the
Plaintiff’'s registered trademark SHELCAL.

Siyaram Silk Mills Limited Vs. Shree Siyaram Fab
Private Limited & Ors.- from our corner

In the present matter, the Plaintiff approached the
Hon’ble Bombay High Court for grant of injunctive
reliefs against the Defendants for infringement and
passing off of its registered trademark “SIYARAM”
(“said mark”).

The facts leading up to the dispute are as follows —

The Plaintiff is a registered proprietor of the said
since the last 25 years who has built an

enormous reputation of the said mark in the market

by spending millions of rupees in respect thereof.

In 2007, the Plaintiff came to know of the
Defendants' use of a corporate name consisting of a
word identical to the said mark in connection with a
similar business, thus, sent the Defendant a cease
and desist notice. Since the Plaintiff neither
received any response from the Defendants
claiming any rights nor came across any product
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bearing the Defendants' name, it bona fidely
believed that the Defendants had since desisted
from using the mark thus, did not pursue the
matter any further.

Thereafter, sometime in August 2011, the Plaintiff
came across the Defendants' advertisement titled
'Textile World' in a newspaper and in October 2011,
the Plaintiff approached the Court for injunctive
reliefs against the Defendants.

Issues before the Court

1. The difference between an ‘interim’ and 'ad-
interim' order?

2. Whether the Plaintiff has to again make out a
fresh case for an urgent ad-interim relief by filing of
an additional affidavit or otherwise?

3. Whether the Defendants' use of the word
'SIYARAM' on their goods constitutes infringement
and whether the manner of such use, namely, by
prominent display of the word 'SIYARAM' along the
edge of the fabric constitutes the mischief of
passing off?

Arguments on behalf of the Defendants

(i) The rival marks, namely, the 'SRF mark' of the
Defendants and the said mark of the Plaintiff are
not deceptively similar.

(i) There is no case of infringement since -

(a) the Defendants are themselves registered
proprietors of the mark SRF which contains the
said mark as its part; and

(b) the name 'SIYARAM' is common to the trade
and also the name of a Hindu deity commonly
used by companies and legal entities.

(iii) Having regard to the Defendants' use of the said
mark as part of its trading name and mark since
1999, and to the Plaintiff's admitted knowledge of
such use as early as June 2007, the Plaintiff is guilty
of acquiescence and/or of delay and laches.

Court’s observations and judgment




i) Rectification proceedings before the Intellectual
Property Appellate Board (“IPAB”) take a long time
and in some cases even years. This means that in
the present case, after waiting for over three years
just to bring an interim application for a hearing,
the Plaintiff must wait for a few more years till its
application before the IPAB is decided. Further,
with reference to the Defendants statement that to
wait when that application is on the same grounds
as most of those urged in this suit is an inevitable
outcome of the legal process, the question arises
that if this was the case would it not defeat the
principle of substantial justice? The answer to this
qguestion was clear and is to be found in the very
law, which prescribed such legal processes.

ii) In the present case, the hearing of the interim
application was delayed initially by reason of the
Defendants' application under Section 9A of the
Code of Civil Procedure (“CPC”), and thereafter on
account of the pendency of the Plaintiff's own
application for rectification under Section 124 of
the Trade Marks Act, 1999 (“Act”), due to the
reasons for stay contained in the provisions
thereunder. Both Sections 9A of CPC and Section
124 of the Act contain provisions which enable the
Courts to consider interim reliefs during the
interregnum. Thus, the legislature had to be aware
that the hearing of a preliminary issue under
Section 9A of CPC, or of a rectification proceeding
covered by Section 124 of the Act would take time,
and that it may not be possible for an aggrieved
party to wait until the final outcome of these
hearings, for the passage of an interim order.
Furthermore, in relation to the abovementioned
sections, there was some confusion about whether
there should be an 'interim' or an 'ad-interim' order
in the interregnum and that the terms, 'interim' and
'ad-interim', are not some special terms of art
having an inexorable meaning. Instead, they are
devised by the legal fraternity for the sake of
convenience. An interim order operates during the
pendency of the main matter, while an ad-interim
order operates pending even the consideration of
an interim order. In short, an ad-interim order
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proceeds on the basis that the relief ought to be
granted urgently, i.e. even before the hearing of an
interlocutory application. This means that an ad-
interim order may operate for a short while, i.e.
until the interlocutory application is heard, whilst
an interim order operates for a longer period and
thus calls for a more elaborate hearing. In
conclusion on this point, it is noted that the
interlocutory or interim orders contemplated under
Section 9A(2) of CPC and 124(5) of the Act are to
operate during the hearing of the preliminary issue
and rectification proceedings respectively. Usually,
they are to operate for a longer time than an
ordinary ad-interim order and that puts them
virtually on par with an interlocutory or interim
order, which is to operate for a rather longer
period. Therefore, all considerations, which are
usually applied whilst finally considering an
interlocutory application would ordinarily apply to
the hearing of applications under Sections 9A(2) of
CPC and 124(5) of the Act.

iii) On a prima facie view, the SRF mark of the
Defendants couldn’t be said to be deceptively
similar to the said mark and that the real question
was whether the Defendants' use of the word
'SIYARAM' on its goods constituted infringement
and whether the manner of such use, namely, by
prominent display of the word 'SIYARAM' along the
edge of the fabric constituted passing off. It is
pertinent to note that what the Defendants use as a
monogram on the selvage of their suiting or shirting
is not the SRF mark, but the word 'SIYARAM' as part
of their trading name, which is displayed on the
selvage running along the entire length of the fabric
in the same manner as that by the Plaintiff. The
selvages of the Plaintiff's and Defendants' fabrics
are shown below for ease of reference -



The said mark, which is used by the Plaintiff as a
monogram to run along the selvage of its suiting
and shirting is not only a registered trademark of
the Plaintiff, but also by reason of its extensive use
and advertisement, it has in the minds of the
purchasing public a definite association with the
merchandise of the Plaintiff. Keeping in mind the
common market practice of all fabric manufacturers
to monogram the selvage of the fabric with the
brand name of the product, there is no doubt that
the name “SIYARAM” written in a likewise manner
on the selvage throughout the length of the suiting
or shirting, even if it is in the company of other
words forming the corporate name of the
Defendant, evoked and is likely to evoke an
unmistakable association with the Plaintiff and its
goods. Thus, such use of the said mark is likely to
cause deception or confusion with the Plaintiff's
goods among retail users and therefore it is held
that the same would amount to infringement of the
Plaintiff's registered trademark and would also
invite an action for passing off.

iv) In light of the above, it is held that pending the
final disposal of the rectification proceedings in
respect of the Defendants' mark, the Defendants
would be restrained from using the name
'SIYARAM' or 'SHREE SIYARAM FAB PVT LTD' on
their goods including suiting, shirting or other
clothes or any textile piece goods as monogram or
otherwise. This injunction would exclude the use of
the name 'SHREE SIYARAM FAB PVT LTD' on the
face plait of the fabric/cloth. It is also clarified that
this injunction would not prevent the Defendants
from using the SRF mark anywhere on their goods.
Furthermore, this injunction would operate during
the pendency of the rectification proceedings and
thereafter till the preliminary issues framed in the
suit are determined, motion is heard and disposed
off finally.

The Court’s order was modified later to the
following extent -

v) Since the Defendants seek a stay of this order for
a limited period and as that is a preventative relief
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granted only after hearing the parties at length, the
Court is not inclined to stay the order. However, the
Defendants will have a period of 6 weeks within
which to recall their goods already available in the
market. Accordingly, the existence of these goods in
the market for a period of 6 weeks shall not be
treated as breach of the injunction order granted.
Also, the observations made in this order shall not
come in the way of the Defendants' defense in the
rectification proceedings, which shall be decided by
the IPAB on merits.

Impetus

AIREF ENGINEERS (P) LTD. Vs. VINOD SHETTY

Facts

The present suit was filed by the Plaintiff for
permanent injunction to restrain the Defendant and
all others acting on his behalf from committing
breach of contract, misuse of confidential
information, know-how, misappropriation of
Plaintiff's trade secrets amounting to unfair
competition, damages, rendition of accounts and
delivery up of goods.

The Plaintiff is a company engaged in the business
of providing solutions for multidisciplinary
engineering services. At the date of filing the
present suit, the Plaintiff had the experience and
technical expertise to handle big government
projects and was competent to be entrusted with
information and trade secrets that were
confidential in nature. In fact, non-disclosure of
confidentiality is an essential aspect for the services
rendered by the Plaintiff and work entrusted to it
also requires same. As such, in turn, each employee



of the Plaintiff is bound by a non-disclosure and
confidentiality agreement to protect such
information and to maintain secrecy.

On June 26, 2009, the Defendant was appointed as
Executive Engineer (civil) and was posted at the
project site to undertake Plaintiff's project on
behalf of the Ministry of Defence, where the
Defendant was to report to his senior project
manager. During the course of the project, the
Defendant was made privy to confidential
information of the Plaintiff and of the Indian Army;
which included measurement books as well as civil
and technical drawings.

As per the policy of the Plaintiff, the Defendant was
granted leave from October 8, 2010 to November
19, 2010 on certain personal reasons. On November
20, 2010 when the Defendant was required to
report back after vacation, the Plaintiff received a
resignation letter from the Defendant and also a
notice from the Defendant regarding his wish to
start up his own firm. The Defendant further stated
that period of one month may be reckoned from
October 7, 2010.

Thereafter, the Plaintiff sent a letter dated
November 24, 2010 to the Defendant, for
settlement of the issue in consideration of the fact
that the Defendant was in possession of the
Plaintiff’'s confidential and sensitive information,
which was not responded to by the Defendant.
Further, several notices and reminders to the
Defendant also went unanswered.

Plaintiff’s Contentions

e All the requisite information was given by the
Defendant to the Plaintiff. The Plaintiff accepted
the Defendant’s resignation and issued a Site
clearance and No dues certificate. The No dues and
Clearance certificates issued by officials of the
Plaintiff clearly certified that they had taken
possession of all the relevant papers including the
mobile phone, SIM card and motor bike that were
in the Defendant’s possession.

e The Defendant was appointed on June 21, 2009
and not on June 26, 2009 and he was not privy to
any confidential information exchanged between
the Plaintiff and the Indian Army; hence, there was
no question of sharing technical and civil drawings
including measurement books with the Defendant.
e The Defendantwas never civil in nature and he
was always under the supervision of the seniors.

Judgment

e The Defendant willfully misappropriated
confidential information and data for his own use
hence the suit has been filed for damages of Rs.20
lakhs for breach of contract.

e The Defendant, has misappropriated certain
important documents, and the same need to be
returned to the Plaintiff as per the terms of the
secrecy clause in the appointment letter.

Defendant’s Contention
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e |t was held that this was a clear case for grant of

an injunction as made out by the Plaintiff.
Accordingly, the Defendant was restrained by a
permanent injunction from misusing the
Plaintiff's confidential information, know-how,
trade secrets and any act amounting to unfair
competition.

e The Defendant was further restrained from

misusing and misappropriating information,
disclosing information contained in such
documents, in unauthorized possession of the
defendant, to third parties and was also directed
to deliver all such information as well as
documents to the Plaintiff.

Jurisdiction of Court in copyright/trademark
infringement Suit/s. (IPRS vs. Sanjay Dalia & Anr
Civil Appeal Nos. 10643-10644 of 2010).



Question of Law

Whether the suit for the infringement of
Copyright/Trademark can be instituted by the
Plaintiff at any of its branch offices under the guise
of section 62 of the Copyright Act, 1957 and section
134(2) of the Trade Marks Act, 1999.

Judgment

The Hon’ble Supreme Court while interpreting the
Copyright Act, 1957, the Trade Marks Act, 1999 and
more particularly Heydon’s Rule of Interpretation of
Statue, observed that the ‘Accrual of cause of
action is a sine qua non for a suit to be filed.’

It stated that cause of action is a bundle of facts
which is required to be proved to grant relief to the
Plaintiff and that cause of action not only refers to
the infringement but also the material facts on
which the right is founded. Section 20 of the Code
of Civil Procedure (“CPC”) recognizes the territorial
jurisdiction of the Courts ‘inter alia’ where the
cause of action arises wholly or in part. It has to be
decided in each case whether cause of action
wholly or in part arises at a particular place. Thus, a
Plaintiff can also file a suit where the cause of
action arises wholly or in part.

The impediment created to the Plaintiff by Section
20 of CPC of going to a place where it was not
having ordinary residence or principal place of
business was sought to be removed by virtue of the
aforesaid provision of the Copyright Act and the
Trade Marks Act. In cases, where the corporation is
having ordinary residence/principal place of
business and cause of action has also arisen at the
place, it has to institute a suit at the said place and
not at other places. It was further held that the
provisions of Section 62 of the Copyright Act and
Section 134 of the Trade Marks Act never intended
to operate in the field where the Plaintiff is having
its principal place of business at a particular place
and the cause of action has also arisen at that place
so as to enable it to file a suit at a distant place
where its subordinate office is situated, though at
such place no cause of action has arisen. Such
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interpretation would cause great harm and would
be juxtaposed to the very legislative intendment of
the provision so enacted.

Therefore, in light of the above, a suit for
infringement cannot be instituted at any of the
branch offices under the umbrella of Section 62 of
Copyright Act and Section 134 of the Trade Marks
Act.

IP Spectator

Concept Theft in the Entertainment Industry:
Extent of Protection

Background

The Indian film and television industry of
yesteryears worked on trust, interpersonal relations
and miniscule documentation. Artists, actors,
writers, directors and producers shied away from
entering into contracts and in most cases relied on
verbal promises. It was only after the year 2000,
when the Government of India granted the film
sector status of an ‘industry’, that the manner of
carrying out business in the industry began to
change. From an unorganized sector, the Indian
entertainment industry evolved to become a largely
streamlined and professional industry.

Quite obviously, thereafter, a need to ensure
proper documentation between transacting parties
and protection of various creative components was
recognized. ‘Concepts’ of films or television
programs became one such valuable creative
component, which became subject matter of many
disputes in recent times. Since, copyright law
affords protection only to expressions of ideas and



not ideas per se, there is hardly any clarity with
respect to the protection and enforceability of
concepts under the laws in force in India, until
several disputes arose and the courts made
observations on the subject. Generally, an inter-
play of breach of confidentiality and infringement
of copyright is seen in most of these cases.

In the year 2002, the Hon’ble Delhi High Court in
the matter of Mr. Anil Gupta and Anr. vs. Mr. Kunal
Dasgupta and Ors., while passing an order in favour
of the Plaintiff whose concept note was used by the
Defendant without the Plaintiff's permission,
recognized inter alia that “In appropriate cases
interlocutory injunction may be issued restraining
such breach of confidentiality of the theme, concept
or scripts otherwise it would be catastrophic for the
television industry.” The Court further observed
that “Creator provides raw material to the
entertainment industry, themes or concepts
originates from the person who has conceived the
same, protection is vital for the functioning of the
industry.”

It was also held that although an idea per se does
not merit copyright, if the idea is developed into a
concept fledged with adequate details, the same is
capable of registration under the Copyright Act.
However, the Court observed that not all ideas
need to be developed into a full synopsis to qualify
for protection. In some cases, nature of the idea
may require extensive development, whereas in
others, a short unelaborated statement would
suffice to meet the criterion of protection.

Recently, the said issue of concept theft was subject
matter of an interesting case between Beyond
Dreams Entertainment Pvt. Ltd. and Ors. vs. Zee
Entertainment Enterprises Ltd. and Ors., wherein
the Hon’ble Bombay High Court ruled on copyright
infringement and breach of confidence.

Facts

Plaintiff No.1 is a production house engaged in
production of entertainment content including TV
serials. In March 2011, a concept of a TV show was
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developed by Plaintiff No.2, the Chairman of
Plaintiff No. 1, and was named “Paanchva Mausam
Pyar Ka”. The concept was further reduced to a
concept note and was registered with the Film
Writer Association on June 11, 2013. The concept
note was further worked upon by the Plaintiffs in
order to convert it into a full-fledged TV series to be
produced by Plaintiff No.3, the Chief Creative
Director of Plaintiff No. 1. Thereafter, the title of
the concept note was changed to “Badki Bahu”
along with the tag line “aude me sabse
chhoti...umar main sabse badi...hai to ghar ki choti
bahu magar kehlaegi-Badki Bahu”. The Plaintiffs
alleged that from time to time they shared the
concept notes with Defendant No.1 in confidence,
in consideration of Defendant No. 1’s promise to
telecast a serial based on the Plaintiffs’ concept
notes. Production of the serial “Badki Bahu” was to
be entrusted to the Defendant No.1 based on
signing of a Letter of Intent between Defendant
No.1 and the Plaintiffs. When the serial was ready
to be launched by Defendant No.1, it insisted that
the Plaintiff take a co-producer on board which was
not accepted by the Plaintiff who instead withdrew
the concept notes shared with Defendant No.1. The
Defendant No.1 offered to buy the Plaintiff concept
outright or alternatively, pay royalty on a per
episode basis which was not accepted by the
Plaintiff. The Plaintiff proposed to Defendant No.1
that the concept, story, pitch-line, plot, tracks,
family tree, characters, names, set design, jewellery
design etc., which were developed by the Plaintiffs
and communicated to Defendants would not be
used by the Defendants. Based on this, the Plaintiff
offered to consider transferring the title (only name
of the show) to Defendant No.l. However, no
agreement could be reached in this regard.
Thereafter, the Defendant launched a serial by the
name “Badi Devrani” on its new TV channel which
was completely based on the concept notes
prepared by the Plaintiffs. Being aggrieved by this
act of the Defendant, the Plaintiffs approached the
Hon’ble Bombay High Court for an injunction
against the telecast of the serial.



Issue

The Court examined whether there was a case
against the Defendants of breach of confidence or
infringement of copyright or both.

Decision

On considering the facts and contentions of both
the parties, the Bombay High Court granted an ad-
interim injunction in favour of the Plaintiffs in this
case. Also, the Court held that there was a breach
of confidentiality and an arguable case of there
being copyright in the material of the Plaintiff which
was infringed upon by the Defendants. The Court
also drew a line between both the concepts of
confidentiality and copyright stating that the
protection of confidence is in fact a broader right
than the proprietary right of a copyright. Further, it
held that there can be no copyright in an idea or
information per se, but if the idea or information
has been sufficiently formed and has been acquired
by a person under such circumstances that it would
be a breach of good faith to publish or use the same
without authority from the person from whom it
has been so acquired, the Court may, in an
appropriate case, protect the idea or information by
granting an injunction. In order to make out a case
for breach of confidentiality, the court has laid
down three important elements for such a claim,
which are i) the information itself should be
confidential in nature, ii) the same is communicated
or imparted to the Defendant under circumstances
which cast an obligation of confidence on him, and
iii) the information shared is actually used or
threatened to be used in unauthorized manner by
the Defendant and without the license from the
Plaintiff. In the present case, the Court held that the
averments in the plaint and the material produced
therewith sufficiently establish the first two aspects
(elements) of confidentiality for the purposes of
this  ad-interim  application. There is an
identification of the information claimed to be
confidential and this information was conveyed in
circumstances of confidence to Defendant No. 1.
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Further, the Court also held that the material in the
concept notes is shown to be original, not already
forming a part of the public domain and having
potential uniqueness and attractiveness from the
point of view of a new TV serial. It was also held
with the help of certain case laws that
notwithstanding the variety of incidents which give
a certain different color and complexion, by and
large the work of the Defendant is a copy of the
Plaintiff's work. As explained earlier, an idea per se
has no copyright but if the idea is developed into a
concept fledged with adequate details, then the
same is capable of registration under the Copyright
Act. The Court found it sufficient to note that the
Plaintiffs have a reasonably good case even of a
breach of copyright and that at the ad-interim
stage, the material in which they claim such
copyright, ought to be protected. The case is
pending for hearing and final disposal of the Notice
of Motion.

Anticipation in light of Prior rights

Globally, patent offices are facing an interesting
problem, when someone files a patent application
at one office, and another patent application for
the same invention, was filed earlier in a different
office. To put things into perspective for the reader
of this article and for ease of understanding, the
application filed earlier and published later is
referred to as “the earlier application” and the
application for which patentability is being assessed
is referred to as “the later application”.

Generally where the date of filing of the later
application, is prior to the publication of the earlier
applications or patents (which is normally 18
months after the date of filing, or upon grant), then
in a normal course the earlier application is not
construed as prior art. However, one must be
careful while assessing the patentability of an
application, as discarding the priority of an earlier
application, could lead to an undesirable situation



whereby two persons obtain a patent on the same
invention. To avoid such an undesirable situation,
patent laws of many countries have special
provisions under their Acts for applications filed
earlier, which were not published before the date
of filing of the later application.

For instance, the United States of America (“USA”)
and Europe use the concept of prior rights for
assessing novelty and inventive step based on
earlier applications. More specifically, patent laws
of most European countries explicitly provide that
prior rights may be used to prove that an invention
was not novel, but the same cannot be used for
assessing inventive step. With respect thereto, the
European Patent Convention (“EPC”), has clarified
that the earlier application must be filed prior to
the date of filing or prior to the valid date of priority
of the later application. Therefore, as per Article
54(3) of the EPC, only the content of European
patent applications that have been filed is
considered for this assessment. This means that an
earlier application may be considered as prior art
only if the later application claims exactly the same
invention as claimed or disclosed in the earlier
application as filed. If the invention as claimed in
the later application is even slightly different from
the earlier application, it is construed as being novel
and no further objections may then be raised based
on the earlier application.

However, patent laws in the USA use a different
approach as they provide that in case the later
application contains evidence that the later
application and the prior art reference were owned
by the same persons, or subject to an obligation of
assignment, to the same person, at the time the
invention was made, the earlier application cannot
be cited as an objection of lack of novelty or
inventive step as per 35 US Code section 102(e) and
103 (c).

In light of the procedure in Europe and the USA, it is
important to assess the prior rights scenario under
the Indian Patent system.
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As per Section 13 of the Indian Patents Act, 1970
(“Act”), it is provided that when there are earlier
applications, only Indian applications published
after but filed before the priority date of the later
application will be considered for determining
anticipation. The Act does not delve into the aspect
of examining lack of inventive step in such a
scenario.

One such case on this point, was before the
Intellectual Property Appellate Board (“IPAB”),
wherein the Controller had refused to grant a
patent for lack of inventive ingenuity by citing an
international application, published after, but
having a date of priority earlier than the date of
priority of Patent Application No. 1562/DELNP/2005
(“impugned application”). In this specific instance,
the Controller cited WO 03/042491 (“International
Application”) to be relevant as a citation for lack of
inventive step on the grounds that it claimed an
Australian priority date of November 14, 2001,
which was earlier than the date of priority of the
impugned application. The Applicant being
aggrieved by the decision of the Controller,
challenged the same before the IPAB, on the
grounds that the decision was erroneous and that
in order for the document cited by the Controller to
be considered effective as prior publication, the
important criterion is publication and not priority
date of the earlier application. Further, the
Applicant stated that under Indian laws, the basis
for establishing if a claimed invention possesses
inventive step is determined according to the
provisions of Section 25(1)(e) or 25(2)(e) of the Act,
both of which relate to oppositions. Section 25(1) of
the Act refers to pre-grant oppositions whereas
Section 25(2) of the Act refers to post-grant
oppositions. The content of clause (e) in each
instance is the same in both sub-sections of Section
25 and reads as under -

“that the invention so far as claimed in any claim of
the complete specification is obvious and clearly
does not involve any inventive step, having regard
to the matter published as mentioned in clause (b)



or having regard to what was used in India before
the priority date of the applicant’s claim.”

Further, clause (b) referred to above in Sections
25(1)(b) and 25(2)(b) read as under-

“(b) that the invention so far as claimed in any claim
of the complete specification has been published
before the priority date of the claim—

(i) in any specification filed in pursuance of an
application for a patent made in India on or after
the 1st day of January, 1912; or

(i) in India or elsewhere, in any other document.”

From the abovementioned excerpts of the Act, it
can be concluded that an objection of lack of
inventive step can be justified only on the basis that
(a) the matter was published in a document in India
or elsewhere before the priority date of a claim; or
(b) it was used in India before the priority date of a
claim.

In lieu of the abovementioned provisions of the Act,
the Applicant submitted that the Controller ought
to have relied only on subject matter which was
published before the priority date of the impugned
application. In the present case, the content of the
international application, which was relied upon by
the Controller, was not published until after the
priority date of the impugned application.
Furthermore, the content of the Australian
application from which the international application
claimed priority was never published at all.
Therefore, the international application could not
be considered to constitute documents capable of
being or entitled to be cited as anticipation or lack
of inventive step. Upon consideration of the
Applicant’s contentions, the IPAB held that the
Controller had erred in considering the
international application for novelty determination
based on investigation for anticipation under
Section 13 of the Act. In fact, the Controller had
failed to appreciate that for investigation of
anticipation under Section 13(2) of the Act, only the
documents published before the date of the

Vol. 11, Issue 2, July, 2015

impugned application would be relevant and that
by no stretch of imagination, could the documents
published later be considered, even on the basis of
their priority date. Also, in the case of anticipation
by prior claiming, as referred to in Section 13(1)(b)
of the Act, it may only be useful to prove that an
invention as claimed was not novel, in view of any
claims, in an application for another patent made in
India and filed before, or claiming the priority date
earlier than that of the impugned patent. Section
13(1)(b) of the Act does not envisage a comparison
with any claims found in an application for a patent
made outside India.

In light of this decision of the IPAB it can be
concluded at this time that as per Indian patent
laws, the priority date of a later application cannot
be equated with the date of its publication for
purpose of its consideration as prior art in
determining novelty and inventive step of an earlier
application.
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