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From The Editor’s Desk
Dear Friend,
Welcome to the Second edition of the “IP India News”!

Liberalization and globalization are the key driving forces that have opened up the vast
potential of the Indian economy. Technology and increased R&D expenditure have redefined
the environment and unshackled numerous opportunities, giving a strong impetus to the
economy.

With the vast market and the surging economic buoyancy, India has moved rapidly to a 'buyer's
market' with the proliferation of a wide array of brands. Shelves and showrooms are filled with
a plethora of global and Indian brands. With the development of the Indian economy,
competition has become intense with brands bending over backwards to achieve sales. IPRs
are now being used not only as a tool to protect creativity and generate revenue but also to
build strategic alliances for socio-economic and technological growth.

Industries have to deal with IPRs in different situations in the competitive world; infringement
of IPR can be a serious offence both in the domestic and international scenarios. Similarly,
domestic industries must be watchful to ensure that their IPRs are not infringed in India and in
other countries. Indian industries can benefit from the proper management of their IPRs.

I would like to thank everyone who has supported this edition by providing useful information.
We hope you will find this a useful update on Intellectual Property in India.

Yours Sincerely,

Ms. Richa Pandey
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IP Scoop

Hajiali Juice Centre moves court against trade
mark infringer - from our corner

Recently, the Hon’ble Bombay High Court was

pleased to grant ad-interim reliefs in favor of Abdul
Latif Noorani (“Plaintiff”’), by restraining Mohamed
Aboobucker and others (“Defendants”) from using
the name and trademark “Hajiali Juice Centre”
(“trademark” or “mark”) and/or any
word/expression/label identical with and/or
deceptively similar to the registered trademarks of

the Plaintiff. A copy of the order can be found here.

Facts:
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operating and managing restaurant/outlets under

the said name and mark in the UAE as well.

It was the Plaintiff’s case that although the said
license agreement came to an end by efflux of time;
the license agreement was extended from time to
time due to ongoing negotiations with regards
renewal of terms between the parties in the
present dispute. Thereafter, on May 17, 2014, the
said parties entered into a preliminary
understanding for continued use of the name and
mark until an agreement was entered into by and
between the parties with regards to new terms of
the license. The Plaintiff stated that, no such
agreement could be finalized between the parties
and thus, the said understanding was terminated.
As a result of the aforesaid breakdown in
negotiations with regards renewal of the terms of
the license, the initial license agreement also came
to be terminated.

Contentions:

The Plaintiff is the owner of a well-known juice
centre/restaurant operated under the name and
mark “Hajiali Juice Centre”. Apart from common
law rights accrued in favor of the Plaintiff with
respect to the name and mark on account of the
long, extensive and continuous use of the same, the
Plaintiff had also obtained statutory protection of
the said mark in class 43 which covers services
relating to providing food, drinks, juices etc and of
the mark “Hajiali Juice Centre (label)” in class 32 in
respect of juices.

The Plaintiff, vide an agreement dated 1*' June 2009
(“License Agreement”), had granted a trade mark
license to the Defendants, whereby the Defendants
were licensed the use of said mark including its logo
and design, and also the goodwill associated with
the said mark for the purposes of opening,
operating and managing a restaurant in Chennai,
Tamil Nadu, India. Furthermore, similar licenses
were granted to the Defendants for opening,

The Plaintiff contended that as the Defendants
were using the said mark despite the termination of
the said license agreement between the parties, the
same amounted to violation of the Plaintiff’s
statutory and common law rights that had accrued
over the said mark.

Judgment:

The Plaintiff’s application for grant of urgent ad
interim reliefs was heard ex-parte as the
Defendants did not appear at the time of hearing in
spite of being served with a notice.

After hearing the arguments advanced by the
Advocates for the Plaintiff, Hon’ble Justice Mr. S.C.
Gupte held that prima facie the Defendants were
permitted users of the word and device marks of
which the Plaintiff was and is the registered
proprietor, the said Defendants couldn’t be
permitted to use the same after expiry of the
license agreement. In respect thereof, Justice Gupte
was pleased to grant an ad-interim injunction
restraining the Defendants from using the name
and mark “Hajiali Juice Centre” and/or any other
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mark which is deceptively and/or confusingly

similar thereto in any manner whatsoever.

Restoration of a Patent may be refused if lapse of
the Patent is not unintentional- from our corner

.l

Recently, the Hon’ble Assistant Controller of
Patents and Designs refused restoration of a lapsed
patent bearing no. 222772 qua the Patentee, on
various grounds that included inter alia i) a failure
in proving that the lapse of the patent was
unintentional, ii) a suppression and concealment of
facts and iii) for making false claims regarding
validity of the said patent.

As per the Patents Act, 1970 there exists a provision
for restoration of a lapsed patent on account of
non-payment of fees. However, such a provision
generally faces opposition, as the Patentee is
required to establish that the said non-payment
was unintentional.

In the present case, the Patentee’s patent had
lapsed on May 27, 2010 on grounds of failure in
payment of the annuity for the 7th year. In defence
thereof, the Patentee stated that said annuity was
due and payable on May 27, 2010, for which their
then Attorneys, Messrs. Remfry & Sagar sent a
reminder in April, 2010, in respect of which the
Patentee directed the Attorneys to make the said
payment. However, the Patentee noted that it
found out after the due date that the said payment
was not made by their then Attorneys and hence,
the said patent had lapsed.
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During the opposition proceedings, the Patentee
altered its stance and contended that the patent
had lapsed on account of various reasons including
inter alia i) non-receipt of the reminder sent by its
then Attorneys ii) failure of the Attorneys to send
the said reminder to the correct address as the said
reminder was sent to the Patentee’s Indian entity,
being Messrs. Dextra India Pvt. Ltd. (“Dextra
India”), which had no authorization for prosecuting
the said patent, and iii) failure of the Attorneys to
send the said reminder via ordinary mail instead of
electronic mail, which was the usual method of
communication.

In the present case, two oppositions were filed, one
by Messrs. Jayashakti Mechanical Works and the
other by Messrs. Halfen Moment India Pvt. Ltd.,
(together as “Opponents”) in order to challenge the
restoration of the said patent. It was contended by
the Opponents that the statement of the Patentee
regarding its Indian entity Dextra India not having
the authority for instructing Attorneys or for
filing/prosecution/maintenance of patents in India
was false. The Opponents further contended that
the said statement made by the Patentee was false
on account of the fact that a representative of the
Patentee’s Indian entity, one Mr. Sunil Desai had
executed a power of attorney (“POA”) dated
February 15, 2010 authorizing Ranjan Narula
Associates (RNA) to appear on its behalf in all
matters including opposition proceedings before
the Controller in connection with or incidental to
the said patent. In respect thereof, the Opponents
contended that the Patentee ought to have been
aware that the said annuity payment was due and
payable on May 27, 2010 and therefore, the non-
payment of fees was not unintentional. It was
further contended by the Opponents that the
Patentee had made false claims regarding validity of
the said patent, which was evident from an email
dated June 21, 2012 sent by the Patentee to one
Mr. Ranjan Kararia of Delhi Metro Rail Corporation,
inter alia claiming that the said patent was valid
until 2024, despite the fact that the said patent had
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ceased to remain in force since May 27, 2010 on

account of the abovementioned lapse.

The Hon’ble Assistant Controller agreed with the
abovementioned contentions of the Opponents and
held that the Patentee had failed to establish that
the lapse of the patent was unintentional. It was
further held by the Hon’ble Assistant Controller that
the Patentee was guilty of concealment and
suppression of facts and of making false claims
regarding the validity of its patent.

In respect thereof, the Assistant Controller was
pleased to refuse the restoration of the said patent.

Impetus

Design (Amendment) Rules, 2014 - INDIA

With the advent of the New Year, the government
of India introduced the amended rules for Designs

The salient aspects of the amended rules are as
follows:

A. A revised fee structure has been provided for
filing of design application as well as other
proceedings under the Designs Act in the First as
well as Fourth Schedule of the amended rules.

B. Two main categories of applicants for designs
have been introduced as “natural person” and
“other than natural person(s)”. The second
category of applicants i.e. “other than natural
person(s)” has been further divided into two
sub- categories viz., “small entity “and “others
except small entity”. The fees for “small entity”
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have been fixed in between the fees for a
natural person and for all persons other than
natural persons (except a small entity). The
criteria for “small entity” have been elaborated
in the amended rules.

1. In rules 2 of the Designs Rules, 2001 (hereinafter
referred to as the principal rules),-

(i) After clause(c), the following clause shall be
inserted, namely:-

‘(ca)”person other than a natural person”, shall
include a “small entity”;

(ii) After clause(e), the following clause shall be
inserted, namely:-

‘(ea)”small entity” means,-

(i) In case of an enterprise engaged in the
manufacture or production of goods, an enterprise
where the investment in plant and machinery does
not exceed the limit specified for a medium
enterprise under clause(a) of sub-section(1) of
section 7 of the Micro, small and Medium
Enterprises Development Act, 2006 (27 of 2006)
and

(i) In case of an enterprise engaged in providing or
rendering of services an enterprise where the
investment in equipment is not more than the limit
specified for medium enterprises under clause(b) of
sub-section (1) of section 7 of the Micro, Small and
Medium Enterprises Development Act, 2006.

Explanation 1 — for the purpose of this clause,
“enterprise” means and industrial undertaking or a
business concern or and other establishment, by
whatever name called, engaged in the manufacture
of production of goods, in any manner, pertaining
to any industry specified in the First Schedule to the
Industries (Development and Regulation) At, 1951
(65 of 1951) or engaged in providing or rendering of
any service or services in such an industry.
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Explanation 2 — in calculating the investment in

plant and machinery, the cost of pollution control,
research and development, industrial safety devices
and such other things as may be specified by
notification under the Micro, small and Medium
Enterprises Development Act, 2006 (27 of 2006),
shall be excluded.

Explanation 3 — The reference rates of foreign
currency of the Reserve Bank of India shall prevail.

2. In rule 5 of the principal rules, in sub- rule(2),
after clause (d), the following clauses shall be
inserted, namely:-

“(e) In case an application processed by a natural
person is fully or party transferred to a person
other than a natural person, the difference, if any,
in the scale of fees between the fees charged from
a natural person and the fees chargeable from the
person other than natural person in the same
matter shall be paid y the new applicant with the
request for transfer.

(f) in case an application processed by an small
entity is fully or partly transferred to a person other
than a natural person (except a small entity), the
difference, if any, in the scale of fees between the
fees charged from the small entity and the fees
chargeable from the person other than natural
person (except a small entity) in the same matter
shall be paid by the new applicant with the request
made for such transfer”.

Jurisdiction in e- commerce disputes

ATy
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The Division Bench of the Hon’ble High Court of
Delhi passed a Judgment dated October 15, 2014
whereby it confers the jurisdiction of the Court’s in
Delhi to entertain the trademark and copyright suits
in Delhi when the goods/services are being sold
through the virtual shop.

Facts

The Appellant/Plaintiff herein i.e. WWE Inc. had
filed an appeal against the order of the Single Judge
of the Hon’ble High Court whereby the Single Judge
of Hon’ble High Court of Delhi had returned the
plaint filed by the Plaintiff/Appellant vide order
dated October 04, 2013 to be presented before a
Court of competent jurisdiction.

The Appellant/ Plaintiff had filed the Suit seeking
permanent injunction based on copyright
infringement, trademark infringement, passing off
etc. The Appellant / Plaintiff was a company
incorporated under the laws of the State of
Delaware, USA and the Respondent/ Defendant is a
company incorporated in Bombay. The Appellant’s /
Plaintiff’s had invoked the jurisdiction of the
Hon’ble High Court of Delhi as per the provisions of
Section 134(2) of the Trademarks Act, 1999 and
Section 62(2) of the Copyright Act, 1957.

The Appellant’s/ Plaintiff alleged in their suit/plaint
that it carries on business within the territorial
limits of the Hon’ble High Court of Delhi as
“Plaintiff’s programmes are broadcast in Delhi and
its goods / services are sold to the consumers in
Delhi through their websites which can be accessed
all over India, including Delhi.

Provisions of law involved:

Section 134 of the Trademarks Act, 1999

Suit for infringement, etc., to be instituted before

district Court.-

(1) No suit

(a) for the infringement of a registered trade mark,
or

(b) relating to any right in a registered trade mark,
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or
(c) for passing off arising out of the use by the
defendant of any trade mark which is identical with
or deceptively similar to the plaintiff's trade mark,
whether registered or unregistered shall be
instituted in any court inferior to a District Court
having jurisdiction to try the suit.

(2) For the purpose of clauses (a) and (b) of sub-
section (1), a —District Court having jurisdiction||
shall, notwithstanding anything contained in the
Code of Civil Procedure, 1908 (5 of 1908) or any
other law for the time being in force, include a
District Court within the local limits of whose
jurisdiction, at the time of the institution of the suit
or other proceeding, the person instituting the suit
or proceeding, or where there are more than one
such person any of them, actually and voluntarily
resides or carries on business or personally works
for gain.

Explanation: For the purpose of sub-section (2),
—person includes the registered proprietor and the
registered user.

Section 62 of the Copyright Act: Jurisdiction of court
over matters arising under this Chapter:-

(1) Every suit or other civil proceeding arising under
this Chapter in respect of the infringement of
copyright in any work or the infringement of any
other right conferred by this Act shall be instituted
in the direct court having jurisdiction.

(2) For the purpose of sub-section (1), a —district
court having jurisdiction shall, notwithstanding
anything contained in the Code of Civil Procedure,
1908(5 of 1908), or any other law for the time being
in force include a district court within the local
limits of whose jurisdiction, at the time of the
institution of the suit or other proceedings, the
person instituting the suit or other proceeding or,
where there are more than one such persons, any
of them actually and voluntarily resides or carries
on business or personally works for gain.
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Judgment

The Division Bench of the Hon’ble High Court of
Delhi reversed the finding of the learned Single
Judge while interpretating the term “Carries on
Business” based on the Judgment of the Hon’ble
Bhagwan Das Govardhan Das Kedia and Dhodha
House Case. The Court applied the rules
pronounciated in these cases and held that the
display of goods on the Appellant’s website is an
invitation to offer, just as a menu in a restaurant.
The invitation, if accepted by a customer in Delhi,
becomes an offer made by the customer in Delhi for
purchasing the goods on display. Subsequently,
when, through the mode of the software and the
browser, the transaction is confirmed and payment
is made to the Appellant through its website, the
Appellant accepts the offer of the customer at
Delhi. Since such a transaction takes place
instantaneously, acceptance by the Appellant is also
instantly communicated to its customer through
the internet in Delhi, thereby giving rise to part of
the cause of action arising in Delhi. The Court stated
that it was not concerned with the question of
cause of action between the Appellant and its
customers in Delhi, as the Respondents in the
present case are not the customers of the Appellant
and they are all residents of Mumbai. The Division
Bench further held that as the transactions in the
present case were being concluded in Delhi, it
amounted to an essential part of the business being
carried out in Delhi.

The Court also observed that “owing to the
advancements in technology and rapid growth of
new models of conducting business over the
internet, it is possible for an entity to have a virtual
presence in a place which is located at a distance
from the place where it has a physical presence.
The availability of transactions through the website
at a particular place is virtually the same thing as a
seller having shops in that place in the physical
world.”

——————————————————————————————————————————————————————————————————————————————————————————————————
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Bombay High Court decides on validity of trade
mark at interim stage

Issues before the Court:

Whether the Court in a suit for trademark
infringement, can address the issue of validity of
the said mark at an interlocutory stage, when the
Defendant alleges invalidity?

Key dates and events:
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alleging that the Plaintiffs were passing-off the
Defendant’s mark, the Plaintiffs were forced to

approach the Bombay High Court viz. this present
suit alleging trade mark infringement against the
Defendant.

e On the other hand, the Defendant contended that
the suit filed by the Plaintiff was mala fide and
raised the plea that the adoption of the mark
‘LUCYNTA’ by the Plaintiff was done with a
fraudulent motive as the said mark was
deceptively similar to the Defendant’s mark.

Arguments on behalf of the Plaintiff

e June 2010 - Adoption of the mark ‘LUCYNTA’
(“Plaintiff’'s mark”) by Lupin Pharmaceuticals
Limited (“Plaintiff”).

e August 20, 2010 — The Plaintiff applied for
registration of the mark under Class 5.

e October 18, 2010 — The Plaintiff undertook official
search at the Trade Marks Registry (“Registry”).

e March 28, 2011 - An examination report was
issued by the Registry in the Plaintiff’s favor.

e August 8, 2011 - The mark ‘LUCYNTA’ was
advertised in the Gazette.

e September 2, 2011 - Johnson and Johnson
(“Defendant”) applied for registration of the mark
‘NUCYNTA’ (“Defendant’s mark”) under Class 5.

e October 2011 - The Plaintiff's product was
launched in the market.

e July 12, 2012 - The Plaintiff received summons of
proceedings filed by the Defendant, wherein it
was alleged by the Defendant that the Plaintiff
was passing off the Defendant’s mark.

o |t was the Plaintiff's case that although, the
Defendant had been using the mark ‘NUCYNTA’ in
the international market since 2008, the Plaintiff
was first in registering the mark ‘LUCYNTA’ under
Class 5. Furthermore, the Plaintiff also contended
that as the Defendants had initiated proceedings,

The Plaintiff put forth various contentions, which

included inter alia the following -

1. The plea of invalidity made on behalf of the
Defendant is contrary to the objects of the Trade
Marks Act, 1999 (“Act”) as the object of
registration of a trademark is to obviate the
necessity of proving in each and every case the
holder’s title to the mark and therefore allowing
such a plea would defeat the object of
registration sought to be achieved by the Act.

2. The consideration of the plea of invalidity by the
District Court, at an interim stage, in a suit for
infringement, is barred by the provisions and the
scheme of the Act, as the exclusive jurisdiction
to decide the question of validity of a registered
trade mark is conferred on the Registrar or the
Intellectual Property Appellate Board (“IPAB”)
and that too can be adjudicated upon, only
when an application for rectification is filed
under Section 57 of the Act. As the jurisdiction
to adjudicate upon this point does not lie with
the Court of judicature even at the final stage in
a suit for infringement, then the jurisdiction at a
prima facie stage is ousted too

3. The presence of the words, “if valid” in Section
28 of the Act, does not suggest any jurisdiction
for the Civil Court of judicature. Furthermore, it
does not provide for any independent or
separate defense that can be raised by the

——————————————————————————————————————————————————————————————————————————————————————————————————
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Defendant in a suit for infringement as all
defenses available in law are codified.

4. The legislative intent is to allow the Defendant
to raise the defense of invalidity only if the said
defense is accepted in rectification proceedings
by the appropriate forum i.e. the Registrar or
IPAB, and only if it would result in a rejection of
the claim of the Plaintiff for injunction and other
reliefs in a suit for infringement.

5. Section 31 of the Act not only facilitates proof of
title to the mark, but also, shifts the burden of
proof on the Applicant, who is seeking to
invalidate the registration via the rectification
proceedings.

6. The legislature did not intend a restricted
presumption with regards the evidence of the
entries in the register, but intended instead the
presumption of the validity of the registration.

7. Presumption of title and distinctiveness of the
mark is established by the production of the
registration certificate. The presumption can
only be rebutted in case, the mark is rectified by
the appropriate authority having jurisdiction.

8. If a plea of invalidity is allowed, the effect of
registration as provided by the Act will stand
defeated and there will be no difference
between a suit for infringement and a suit for
passing off.

9. Allowing a plea of invalidity would in fact shift
the burden of proof from the Defendant, being
the one challenging the validity of the mark to
the Plaintiff, being the owner of the registered
mark.

10.The Civil Court is ordained to respect the
decision of the appropriate forum (i.e. either the
Registrar or the IPAB) and pass a decree in
accordance with such decision. As such, at this
stage, the Civil Court ought to proceed on the

Vol. II, Issue 1, March, 2015
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basis that the registration is valid at the
interlocutory stage.

Arguments on behalf of the Defendant:

The Defendant put forth various contentions

including inter alia the following -

1. There is no express or implied statutory bar on

either a Defendant raising, or a Court
considering, the defense of invalidity at an
interlocutory stage.

. The registration of a mark will be considered

prima facie evidence of its validity and when
registration is questioned before the IPAB,
although the Court will stay the proceedings, the
Court has the power to pass interim orders.

If it is held that the Court is powerless to refuse
an interim order in a situation wherein a mark is
registered, the words of the statute will have to
be re-written to read, that the registration of a
mark is not only a prima facie but is a conclusive
proof of its validity and that no Court shall have
the power to question its registration.

. The words “if valid” in Section 28 of the Act, and

“prima facie” in Section 31 of the Act, are meant
to grant power to the Court to examine validity
of its registration.

. Since, the Court demands an extremely high

degree of proof from a person challenging the
validity of the mark, it can always use its
discretion to hold that the heavy burden is not
discharged, and rely upon its general practice of
granting an injunction. But, completely shutting
out any inquiry will be contrary to the Statute.

Held:

1.

The object of registration of a trademark is to
obviate the necessity of proving in each and
every case the Plaintiff’s title to the mark.

A challenge against validity of the registration
can only succeed in rectification proceedings

8
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before the IPAB. Nevertheless, there is no

express or implied bar that takes away the
jurisdiction of the Civil Court to consider such a
challenge at an interlocutory stage by way of a
prima facie finding.

3. Asthe relief of injunction is a relief in equity, the
Court is not powerless to refuse such a relief,
when it is convinced that the grant of an interim
injunction would not lead to highly inequitable
results.

Answer to the question referred:

In cases, where the registration of a trademark is ex
facie illegal, fraudulent, or shocks the conscience of
the Court, the Court is not powerless to refuse the
grant of an injunction.

However, for establishing these abovementioned
grounds, a very high threshold of prima facie proof
is required. It is, therefore, open to the Court to
entertain the question of validity of the Plaintiff’s
mark for this limited purpose.

Consequences of non-compliance of Section 8 of
Patents Act 1970

T} i

Recently, the Division Bench of the Delhi High Court

(“Division Bench” or “Court”) in the case of Major.
(Retired) Sukesh Behl & Another vs. Koninklijke
Philips Electronics, vide its order dated November
07, 2014 upheld the decision of the Single Judge of
the Delhi High Court (“Single Judge”), whereby it
was held that a Patentee’s non-compliance with
Section 8 of the Patents Act, 1970 (”Act”) would not
lead to an automatic revocation of a Patent under
Section 64(1)(m) of the Act.

KRICHNA
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The facts in the present case are as follows,
Koninklijke Philips Electronics (“Respondent” or
“Plaintiff’) was granted a patent bearing No.
218255 in 2008 (“suit patent”). In July 2012, the
Plaintiff filed a suit for permanent injunction against
Major. (Retired) Sukesh Behl (“Appellant” or
“Defendant”), on the grounds of infringement of
the suit patent.

In response, the Defendant filed its written
statement denying the allegations made by the
Plaintiff in the plaint and simultaneously filed a
counter claim for revocation of the suit patent
under Section 64(1)(m) of the Act, on the grounds
of failure of the Plaintiff to comply with Section 8 of
the Act, read with Rule 12 of the Patent Rules 2003
(“Rules”). The said provisions under the Act and the
Rules, mandate the applicant, until the grant of the
patent, to provide to the patent office, the details
and status of corresponding applications of the
same or substantially the same invention.

Thereafter, vide a letter dated September 14, 2012,
the Plaintiff's Patent Attorney informed the
Controller of Patents (“COP”) that certain details
with regards to corresponding foreign applications
of the suit patent were not submitted during the
prosecution stage of the suit patent before the
COP. As such, by way of the said letter, the Attorney
submitted a status list of the said corresponding
applications and also an Affidavit stating that even
though he had received the said status list which
amounted to a total of three pages, in 2004, from
the Plaintiff, the details pertaining to the said
corresponding applications were printed on the
reverse of the first page therein, and the same were
inadvertently omitted while making submissions to
the Patent Office. In addition, the Attorney stated
that the omission of the said required information
of the said corresponding applications was purely
accidental.

In light of the aforesaid, the Defendant preferred an
application under Order Xl Rule 6 of the Code of
Civil Procedure, 1908 (“CPC”), wherein he
contended that the letter dated September 14,

——————————————————————————————————————————————————————————————————————————————————————————————————
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2012, filed by the Plaintiff’'s Patent Attorney, before
the COP, amounted to an admission of suppressing

vital information at the Plaintiff’s behest and that
the same amounted to a clear violation of the
provisions of Section 8 of the Act.

Furthermore, it was prayed on behalf of the
Defendant that his counter claim be allowed and in
respect thereof, a decree be passed for revocation
of the suit patent. The Defendant also prayed that
the submission made by the Plaintiff's Patent
Attorney, whereby he stated, that, “During the
prosecution of granted patent, certain details
regarding corresponding foreign filings were not
submitted to the Indian Patent Office” amounted to
a ‘clear and unequivocal admission’, prima facie
invoking the grounds for revocation of the suit
patent under Section 64(1)(m) of the Act.

While adjudicating upon the aforesaid application
filed by the Defendant, the Division Bench of the
Delhi High Court held that as it was mandatory to
comply with Section 8(1) of the Act, non-
compliance thereof would be a valid ground for
revocation of the patent under Section 64(1)(m) of
the Act, however, the word “may” in the Section
64(1)(m) of the Act should not be deemed as a
word of compulsion but instead as an enabler
which implies discretion, and also indicates the
intention of the legislature to confer discretionary
power thereunder. In respect thereof, the Hon’ble
Court stated that the fact that Section 64(1)(m) of
the Act mandated furnishing of information about
corresponding foreign applications under Section
8(1) of the Act, could also not be deemed a
determinative factor while judging the intention of
the legislature in framing Section 64(1)(m) of the
Act.

In conclusion, while adjudicating on this point of
law, the Hon’ble Court held that the language
entrenched in Section 64 (1) (m) of the Act is plain
and unambiguous and clearly confers discretion
upon the Authority/Court in exercising the power of
revocation, and that a violation of the requirement
to comply with the provisions under Section 8 of
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the Act, may attract a revocation of the patent
under the provisions of Section 64 (1) (m) of the
Act, however, such a revocation would not be
automatic.

While adjudicating upon the second contention of
the Defendant in the said application, the Hon’ble
Court held that for a decree to be passed on the
basis of constructive admission being made by the
other party under Order Xl Rule 6 of the CPC, the
said admission must be unequivocal. As such, the
Hon’ble Court held that the present case was not a
fit case for grant of such a decree, as evidence was
not yet led by and on behalf of the parties.
Furthermore, the Hon’ble Court stated that the
omission of the information regarding the said
corresponding applications, was in order to furnish
only part of the information, as the said omitted
information was not material for the grant of the
patent.

Therefore, while upholding the decision of the
learned Single Judge, the Division Bench also held
that the revocation of a patent under the provisions
of Section 64(1)(m) of the Act is not automatic, but,
is instead for the Court to examine whether the said
omission of information that is required by Section
8(1) of the Act, was intentional and/or deliberate,
as revocation under Section 64(1)(m) of the Act,
would only follow if the omission was indeed
deliberate.

Boehringer’s Patent for asthma drug revoked

In a recent judgment India’s patent office revoked
patent on asthma drug Spiriva (tiotropium bromide
monohydrate), held by German major Boehringer
Ingelheim on an opposition filed by generic
company Cipla. The patent was revoked on the
grounds that it lacks an inventive step and fails to
demonstrate therapeutic efficacy as required under
Section 3 (d).

Tiotropium bromide is a highly effective
anticholingeric and can therefore provide
therapeutic benefit in the treatment of asthma or
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chronic obstructive pulmonary disease (COPD).

Tiotropium bromide is preferably administered by
inhalation.

The Controller held that the compound tiotropium
bromide is known in the art. The requirement of
administering a specific particle size for entering
the lungs is a fact known in the art and there is no
inventive contribution of the patentee at least in
this arena. It is evident from the various documents
that there is a disclosure of the crystalline
monohydrate forms of other actives been
micronized and yet retaining stability. Having
known the therapeutic activity of tiotropium, the
requirement of a specific particle size, identifying
the suitable form which will exhibit these
characteristics will be routine experimentation and
cannot be considered as inventive.

Further, grant of a patent in other countries cannot
be cited as a proof of the inventiveness (the fact as
clear from the Chinese prosecution, where the
Supreme People Court of People’s Republic of China
upheld the invalidity of Boehringer’s crystalline
tiotrpium bromide monohydrate patent application
reasoning that it lacked “ unexpected technical
effects” and hence was not ‘creative’). Therefore,
the Controller held that the product claims were
obvious.

The Controller further held that for a polymorph, to
qualify for an invention under Section 3(d) of the
Indian Patents Act, has to show significant
improvement of therapeutic efficacy as compared
to known form. The impugned patent related to the
crystalline tiotrpium bromide monohydrate which is
a polymorph of tiotropium bromide, however there
was no disclosure in the specification as to
enhancement in the therapeutic efficacy as
compared to its structurally similar compounds i.e
tiotropium bromide. The evidences as filed support
the fact that efficacy is not related to 1) particle
size, 2) stability of the polymorphic form of the drug
substance during or after micronization or grinding
3) stability of the polymorphic form during
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formulation of the inhalable product 4) drug to
reach the targeted size to treat the disease. These
factors will have influence on the bioavailability of
the drug rather than the therapeutic efficacy of the
drug. The physical stability of the compound during
formulation cannot be considered as a sole factor
for improvement of therapeutic efficacy of the drug
as required under Section 3(d) of the Indian Patent
Act.

The claim of applicant that the efficacy was to be
interpreted on a case to case basis specifically in
terms of respiratory diseases the efficacy of the
drug is measured in terms of FEVI on forced
expiratory volume of the lungs within one second
which depends on the drug reaching desired
locations in the lungs and as claimed crystalline
form of the lungs, it results in improved FEVI and
therefore enhances therapeutic efficacy was not
considered a valid claim by the Controller. The claim
of the applicant even if taken into consideration,
does not have a legal standing in view of absence of
any clinical trials or any research data
demonstrating the fact that the newly formed
crystalline tiotropium bromide monohydrate was
more efficacious than tiotropium bromide in terms
of therapeutic effects. The patentee although has
tried to demonstrate that the percentage and
amount of particle reaching the lungs was higher,
the requirement of showing enhanced therapeutic
efficacy still remains unaddressed.

In the present case, the patentee achieved lowering
of crystal growth of the active during the
micronization process and such reduced particle
size was effective to penetrate the lungs. But this
cannot be considered to translate or exhibit
enhanced therapeutic activity over the known
substance.

The Controller revoked the Patent on the Ground
that the invention fails to demonstrate therapeutic
efficacy and therefore fails to fulfil the requirement
of the patentable invention u/s 3(d) of the patent
Act.
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