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PATENTS (AMENDMENT) RULES, 2020.

The Patents (Amendment) Rules, 2020 (hereinafter referred to as the “New
Rules™) to further amend the Patents Rules, 2003 (hereinafter referred to as the
“Rules”) have come into force from October 19, 2020.

The Rules have been amended with respect to the Working Statements (Form
27) and the filing of priority document for PCT National Phase applications. The
salient features of the new Rules are as under:

Rule 131 (2): Working statements (Form 27)

Form 27 to be filed every financial year (April 01 to March 31) as opposed to
calendar year as per the Rules.

e The working statements are to be filed once every financial year
starting from the financial year commencing immediately after the
financial year in which the patent was granted, and shall be filed
within six months from the expiry of each such financial year.

e As an illustration if a patent was granted on November 01, 2020
i.e.in the financial year 2020-2021 (i.e. April 01, 2020 to March 31,
2021), the first working statement must be filed by September 30,
2022.

Due date to file Form 27

The due date to file Form 27 is September 30.

Amendments in Form 27

Details of multiple related patents may be included.

o If the patent is worked, the approximate revenue/value (as
opposed to quantum and value) of the patented invention accrued
in India to the patentee/licensee through manufacturing in India
and/or importation into India in INR must be mentioned and brief
comments in respect of the above must be provided.




e Importantly, the amended Form 27 does not require the patentee
or licensee to provide any statement regarding whether public
requirement has been met.

e Amended Form 27 also does not require submitting information
regarding licenses and sub-licenses.

e Amended Form 27 is enclosed herewith.

Single Form 27 for multiple related patents

A single Form 27 for multiple patents may be filed, provided that:

o All the patents are related.

e The approximate revenue/value accrued from a particular patented
invention cannot be derived separately from the approximate
revenue/value accrued from related patents.

e All such patents are granted to the same patentee(s).

Single Form 27 for joint owners of patents

e Where a patent is granted to two or more persons, all such
patentees may file the working statement jointly.

Individual Form 27 for each licensee

e Each licensee shall file the working statement individually.

Rule 21: Filing of priority documents for PCT National Phase Applications

Clarifications provided with insertion of PCT Rules

e The priority document need not be filed if the Applicant complies
with requirement under paragraphs (a), (b) or (b-bis) of PCT Rule
17.1 in the International Phase. If the Applicant does not comply
with the said requirement, the priority document should be filed
within 31 months from the priority date.

e An English translation of the priority document is to be filed within 31
months from the priority date where provisions under PCT Rule 51
bis.1 (e)(i) or Rule 51 bis.1 (e)(ii) is applicable.

The Amended Rules can be accessed here.
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