From The Editor’s Desk
Dear Reader,
Welcome to the Sixth edition of the “IP India News”!

The world economy is changing- We are now in the “Digital Age of Information &
technology and Innovation”. Conception of what amounts to property has significantly
changed- we are no longer restricting the meaning of property to tangibles. In the
knowledge based economy, the dictates of the day are the “ideas and concepts”. These
changes have obviously galvanized the Indian subcontinent into action.

In India, earlier universities and R&D institutions as in all developing economies did not
associate themselves with IP. There was neither promotion nor protection, however we
now have — AN IP POLICY and dedicated programs- ‘Digital India’, ‘Make In India’ and
‘Startup India’. The IP Policy has been well debated. Is also to be noted that the Patent
office is conducting stakeholders meeting which brings the viewpoint of both sides on the
table.

IP India seems to be sailing in smooth water for now.

Here's wishing you a happy 2017 and happy reading too.

Yours Sincerely,

Ms. Richa Pandey
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IP Scoop

TataSky v. YouTube

In a one of its own kind case, Tata Sky recently filed a case
against You Tube for hosting videos that taught people
how to circumvent the encryption on the latter’s Set-Top-
Boxes (STBs). The provisions of law involved are Section 66
of the IT Act and Section 65A of the Copyright Act, the
latter

being the provisions protecting Technological

Protection Measures.

The Delhi High Court held that that in terms of Rule 3 (1)
(e) of the of the Information Technology (Intermediaries
Guidelines) Rules 2011, You Tube is obliged not to host
content that violates any law for the time being in force.
The Court also directed YouTube to strengthen its
complaint redressal mechanism. The High Court granted
an interim injunction on August 27, 2015 in a Case filed by
Tata Sky Ltd. and YouTube LLC from using the trade mark
“TATA SKY” in any manner directly or indirectly in any of
their websites including posts, messages, discussions,
forums, blogs or any other form of electronic media,
without written authorization of the plaintiff, and to
remove any material whereby it is sought to prove any
methodology or trick to hack into the system of the
plaintiff or to access the plaintiffs services”. It was further
directed to remove the video clips “how to watch HD
channels free in TATA SKY Trick” or “Hack tata sky for free

exclusive” from their websites. YouTube LLC has taken

down from its websites the URLs of the offending video
against which Tata Sky’s complaint was directed. The
counsel appearing for Tata Sky pointed out that there was
an unacceptable delay in YouTube LLC responding to Tata
Sky’s complaint to it about the offending video which
virtually sought to teach the public how to hack Tata Sky’s
set top boxes (STBs) which were encrypted, thereby
enabling free viewership of TV channels/contents which
were otherwise available only to subscribers. He referred
to Rule 3 (2) (d) and (e) and Rule 3 (4) of the Information
Technology (Intermediaries Guidelines) Rules 2011 and
submitted that YouTube LLC was obliged to act with
promptitude once it was clear that the offending videos
were illegal inasmuch as that Tata Sky’s STBs could be
hacked into through simple steps. He referred to the order
of the Supreme Court in Sabu Mathew George v. Union of
India 2016 SCCOnLine SC 681 in which it was observed
that the intermediaries there “cannot put anything that
violates the laws of this country.” Justice Muralidhar in his
Judgment observed that in the present case neither Tata
Sky nor YouTube appear to have been clear, in the first
instance, whether the complaint pertained to a trademark
or a copyright infringement or to some other legal issue.
The correspondence exchanged between them reflects
this confusion. However, there could be complaints
regarding some material on the website of YouTube which
by their very nature require it to act immediately without
insisting on the Complainant having to clearly
demonstrate that the complaint falls within one or the

other category that YouTube has identified for the

purposes of acting on such complaints.
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International Confederation of Societies of Authors

and Composers (Cisac) Versus Aditya Pandey & Ors.

Under the scheme of the Copyright Act, there is a
distinction between the rights in a sound recording and
those in a musical work (that of composer) or literary
work (that of lyricists). Earlier, the Delhi High Court
Division Bench held that only the owners of the sound
recording were to be paid royalty for the communication
or broadcasting of the said recording to the exclusion of
lyricists and composers. The IPRS (Indian Performing
Rights Society) then appealed to the Supreme Court,
which delivered its judgement on the issue that “What
happens to the copyright in an underlying work (literary
and musical works) when the derivative work (sound
recording) is exploited? Does he who obtains permission
from the copyright owner of the derivative work to
broadcast by way of communicating to the public said
derivative work, additionally require a similar permission

from the owner of the underlying works?

Arguments

cannot be read in derogation of the right created under
Section 14(a)(iii) of the Act. Further, the appellants argued
that the impugned judgement was in abrogation of India’s
obligations under the Berne Convention and the TRIPs
Agreement, and thus creates a discord between the
manner of exploitation of the same works in two different

countries, contrary to their objectives.

Respondents Arguments

1. The respondents argued that the 2012 amendment
bestowed an independent copyright on the producer of
the sound recording. Hence, once the author of a literary
work or composer of musical work authorizes a film
producer, or producer of a sound recording in respect of
his work, he parts with the copyright in the said work and
the rights exists with the producer to exhibit his work to
the public. It was also pleaded that the appeals filed by
societies not registered in India under Section 33 of the

Act are not maintainable.

Judgement

The IPRS arguments: -

1. The authors of literary work and composers of musical
work are the first owners of copyright in their respective
works under the Act. Hence, they have the right to
restrain the respondents from infringing their copyright. It

was pleaded that the right created under Section 14(a)(iv)

The Court upheld the judgement passed by the Delhi High
Court Division Bench and arrived at the conclusion that
even though the rights provided under Section 14 of the
Act were independent of each other, the producer of the
sound recording (also an author by virtue of Section
2(d)(v)) would still have the right to communicate his work

to the public.

The Court clarified that since Section 19(10) of the Act was
inserted on June 21, 2012, after the plaint was field in the
trial Court, this Section shall not be applicable to the rights
existing prior to this date. Section 19(10) of the Act states
that the assignment of the copyright in any work to make

a sound recording which does not form part of any
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cinematograph film, shall not affect the right of the author
of the work to claim an equal share of royalties or/and
consideration payable for utilization of such work in any
form by the plaintiff/respondent. This means that the
assignment of copyright in any non-film musical work shall
not affect the rights of lyricists and composers to claim an

equal share of royalties.

i

L ]

Impetus

Copyright vs. Design

Facts

The Plaintiffs (Dart & Tupperware Indian Pvt. Ltd.) claimed
ownership ofthe know-how, intellectual property rights
and trade secrets in its designs used for the manufacture
of Tupperware products. They further claimedthat they
were a world-famous company havingimmense goodwill
and reputation and that the Defendantsi.e. Techno Plast,
the proprietor of the mark “Signoware” had copied their
product designs which amounted to design infringement,
copyright infringement, passing off, copying designs by
reverse engineering, unfair competition and unfair trade
practice. On the other hand, theDefendants claimed that
the products were distinct in terms of trade name,

appearance, color scheme, and were a product of their

own skill and knowledge. The Defendantalso claimed that

the designs were in public domain.

The Court looked into the meaning of “publication” and
noted that it meant the availability of knowledge or
awareness about a particular design. Registration is only
prima facie evidence of novelty and originality and the
designs lacked originality as the designs had been
published in the 1989 book, “The Tupperware Cook”. The
designs lacked originality as they were substantially similar
to those published earlier. Therefore, the Court directed
that the Plaintiff would be dis-entitled to injunction on this
ground. The Court also rejected the claim of the Plaintiff
viz. copyright infringement, as the claims clearly fell within
the ambit of the Designs Act, and accordingly, copyright
claims in industrial drawings and designs, to be used for
manufacturing processes were not maintainable. The
copyright ceases to exist once the design has been applied
and reproduced over 50 times. However, since there were
serious evidential doubts in proving that the copyright
survived design registration, the Court did not injunct the
Defendants. As to the claim of passing off, the single judge
held that the situation was actually contrary. As per a
report, the Defendant’s salesmen made representations
to the customers not that their products were Tupperware
products, but that they were as good in quality and
appearance, yet half the price of Tupperware. Thus, the
Defendants were not passing off their goods; rather they
were merely puffing up their products by claiming

superior quality.

Plaintiff’s Contentions

e A visual comparison of the parties’ products proved
that the Defendants were copying the plaintiffs’ products.
Shapes and colors may acquire distinctiveness and are
protectable by law. A passing off action is not confined by

trademark only, it also covers trade dress.
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¢ That The Single Judgehad incorrectly relied upon the
Defendants’ report which was of only one incident, and
that the the similarity orconfusion was not to be judged
by the claim of the parties but rather by what the

products were saying and representing about themselves.

¢ That the Single Judge had erred in concluding that
original works such as ‘product drawings’ intended for
manufacture would not qualify as ‘artistic works’ under
Section 2(c)(i) of the Copyright Act, if they were used to

manufacture the designed article.

Contentions of the Defendants

¢ That the 13 designs asserted by the Plaintiff relate to
articles such as bowls, casseroles and lunchboxes etc.
which are commonplace and lack novelty and originality.
These designs were “pre-published” in nature and in the

public domain.

¢ That no copyright can subsist in a registered design.

¢ That it cannot be asserted that copyright can subsist
in drawings of purely functional day to day articles,

unless they have inherent creativity.

e That drawings of glasses, bowls etc. per se are
incapable of copyright protection as they are not

artistic works.

Judgement of the Division Bench

The Court was pleased to agree with the analysis of the
Single Judge that the designs were prima facie in the
public domain and lacked novelty, and hence, could not be

protected by the Designs Act despite registration.

The Court held that the question of asserting a copyright
infringement claim independently cannot arise at all when
design protection subsists, but infringement has not been

prima facie established. However, the Court went on to

discuss the issue as an arguendo. It observed that the
language of Section 15 of the Copyright Act makes it clear
that copyright does not subsist in a registered design as
this design acquires a commercial element on mass
reproduction which is not the case with an artistic work.
The court noted that this is a complex issue, as works of
art which have been registered as designs lose even
copyright protection, thus undermining the efficacy of
copyright itself. The English case of Elzie Chrisler Segar
(Deceased) v O & M Kleeman Ltd. was discussed which
pertained to the character, “Popeye the Sailor” used in
comics and later reproduced in merchandize. In this case,
the House of Lords distinguished between copyright and
design copyright and held that design rights in this
character did not result in the extinction of copyright.
Considering this case, the Court finally concluded that
copyright would subsist even after design registration in
an original work of art such as a painting. The Court finally
concurred with the single judge that the drawings of
items

commonplace household do not satisfy the

standards of minimum creativity and cannot be

legitimately monopolized.

The Court held that action for passing off is a common law
right, independent of the Designs Act. However, for a
passing off action, it must be proved that the general
public associates the shape, trade dress etc. with the
Plaintiff alone which was neither pleaded nor established.
Holding that there was no infirmity with the conclusions of

the single judge, the Court dismissed the appeal.
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Peter England vs. Peter England VIP Shoes

The Plaintiff i.e. Aditya Birla Nuvo Limited filed the suit
against the Defendants i.e M/s. R.S.Sales Corporation &
Anr. for seeking a decree of permanent injunction
restraining infringement of its registered trademark,
rendition of accounts and delivery up against the

Defendants.

The Plaintiff claims to be the subsequent proprietor of the
trademark ‘PETER ENGLAND’ registered under registration
No0.665416 in class 25 and has been selling readymade
apparels and accessories bearing the registered trademark
PETER ENGLAND since the year 1997. The trademark
‘PETER ENGLAND’ was originally conceived and adopted
more than a century ago, in the year 1889 by the Plaintiff’s
predecessor, Carrington Viyella Garments Limited (CVGL),
England, which underwent a series of corporate
adjustments and changes during the course of time and
applied for registration of the trademark ‘PETER
ENGLAND’ in India vide registration No.665416 in class 25
dated May 12, 1995. The said trademark was assigned to
the Plaintiff by an assignment deed dated January 21,
2000 predecessor. The Defendants are engaged in the
business of manufacturing and selling footwear under the

trademark ‘PETER ENGLAND VIP SHOES'.

Thereafter, the Plaintiff filed applications on September
03, 2001 for registration of the trademarks ELEMENTS
PETER ENGLAND (label) and PETER ENGLAND (label) under

trademark registration nos. 1041517 and 1041520 in class
25 and were published in the Trade Mark Journal No.1331
(5-1) dated June 15, 2005. Defendant No.1 opposed the
said applications on the ground that it was the proprietor
of the trademark ‘PETER ENGLAND’ and is using the
trademark ‘PETER ENGLAND VIP SHOES'’ since 1998.

Defendants Contentions

1. The Defendants are the prior user of the trademark
‘PETER ENGLAND VIP SHOES’ since 1998 and have

beenusing the said mark ever since.

2. The Defendants turnover of footwear under the said
brand during the year 1998-99 was %57, 29,791/- which
had risen to X1, 49,56,350/- in the year 2012-13.

3. That, the Plaintiff had requested for change of the
name of the proprietor of the trademark with the
trademark authorities, however, the Plaintiff's name
hadnot been substituted as the registered proprietor of

the mark yet.

4. That, the Plaintiff had failed to show as to how it was
connected with Indian Rayon & Industries Limited and
thus, the Plaintiff was not entitled to the benefit of the
trademark registered in the name of Indian Rayon &

Industries Limited.

5. That, the artistic design of the logo used by the Plaintiff
was different from the logo used by Defendant no. 1 and,
therefore, no case was made out for violation of Section

28/29 of the Trade Marks Act, 1999.

6. That, the Plaintiff is engaged only in the manufacture

and sale of apparels and is not engaged in the
manufacture and sale of shoes. Therefore, the Plaintiff has

no case for infringement of the trademark and design.
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7. That since it was an admitted case that the Plaintiff
was not engaged in the manufacture of shoes, the
trademark registration granted in favour of the Plaintiff
was liable to be cancelled by virtue of Section 47 of the

Trade Marks Act, 1999.

Plaintiff’s Contention

1. The registration of the trademark ‘PETER ENGLAND’
was applied for by Indian Rayon & Industries Limited on
May 12, 1995 and was subsequently registered in favour
of Indian Rayon & Industries Limited, which was the

predecessor of the Plaintiff.

2. Plaintiff also relied upon the decision of the Supreme
Court in M/s. Gujarat Bottling Company Limited & Ors V.
Coca Cola Company & Ors: AIR 1995 SC 2372 in support of
their contention that the proprietor of the registered
trademark can also sue for infringement of the trademark
in respect of the goods covering that mark irrespective of

whether the said mark was used or not.

Court’s Decision

There can hardly be any doubt that that the Defendants

have infringed the Plaintiff mark. The registration
certificates clearly indicate that the Plaintiff’s mark is also
registered for footwear and the Defendant used a plainly
similar mark. Hence, prima facie, the Defendants’ use of
the trademark is dishonest. There is no credible reason for
the Defendant having adopted the mark in question.
Further, the Plaintiff filed copies of advertisements
published in two daily newspapers in the year 1997 which
establish that it had been using the trademark much prior
to the use claimed by the Defendants. Further, the
Plaintiff is a well known company and it is asserted that its
turnover in respect of the goods sold under the trademark

‘PETER ENGLAND’ was X570 crores in the year 2012-13. As

the Plaintiff has been able to establish all the three basic

ingredients, namely a strong prima facie case; balance of
convenience; and irreparable loss for grant of an ad-
interim injunction. On the other hand, the Defendants
have failed to disclose any ground for vacating the interim

order.

In view of the aforesaid discussion, the application of the
Plaintiff is allowed and the interim order is made absolute
during the pendency of this suit. Both the applications of

the Defendants are rejected.

IP Spectator

Commercial Courts, Commercial Division and

Commercial Appellate Division of High Courts Act, 2015

Achieving expeditious and efficacious resolution of
disputes areabsolutely critical to encourage investment
and economic activity in the country. However, in India
the large pendency of cases andshortage of judges
couldbe considered an impediment in achieving the
same. Thus, with a view to to overcome such
impediments in relation to commercial disputes, the
legislature has taken an important step by introducing
the Commercial Courts, Commercial Division and
Commercial Appellate Division of High Courts Act, 2015

(‘Act’).
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The primary objective of the Act is to establish
commercial courts atthe district level and commercial
benches in thehigh courts for adjudication of commercial
disputes of specified values, apart from matters

connected therewith and/or incidental thereto.

The Act essentially introduces the setting up of a
Commercial Court at the District Court level and a
Commercial Division in the High Courts having Ordinary
Original Civil Jurisdiction to deal with commercial
disputes of a specified value not being less than Rs. 1
Crore or such higher value as may be notified by the
Central Government. All appeals from the orders of the
Commercial Court/Commercial Division would lie before
the Commercial Appellate Divisions to be set-up in all
High Courts. The Act received assent from the President
on 31st December 2015. However, the Act was deemed

to have come into force on 23rd October, 2015.

Commercial Dispute has been broadly defined in the
Actas a dispute which includes ordinary transactions of
merchants, bankers, financiers and traders and also
includes issues relating to admiralty and maritime law,
franchising, licensing, joint venture, management and
consultancy services, shareholder agreements. It also
involves violation of intellectual

property rights,

exploitation of natural resources including
electromagnetic spectrum, contracts of agency and

insurance etc.

The Act clearly provides that acommercial dispute shall
not cease to be a commercial dispute if it involves
recovery of immovable property or for realization of
monies out of immovable property given as security or

any other relief relating to immovable property, or where

one of the contracting parties is the State.

Constitution of Commercial Courts, Commercial Division

and Commercial Appellate Divisions & Arbitration

There is a two — tier system:
i) Commercial Court or Commercial Division;

ii) Commercial Appellate Division.

State Government after Consultation with High Court will
form a Commercial Court at the District Courtlevel and
where High Court has Original Jurisdiction then the Chief

Justice will form a Commercial Division of Single Judge.

The Chief Justice of the concerned High Court shall
constitute a Commercial Appellate Division with one or
more Division Benches. The Chief Justice of the High
Court shall nominate such Judges of High Court who have

experience in dealing with commercial disputes matter.

Transfer of Pending Suits: All suits and applications
including thoseunder the Arbitration and Conciliation Act,
1996 pending in High court or Civil court willbe
transferred to a Commercial Division or a Commercial

Court respectively.

Arbitration: If the subject matter of an arbitration is a
commercial dispute of an international commercial
arbitration then it shall be heard and disposed of by a

Commercial Division.

If such arbitration is not an international commercial
arbitration and which would lie in any principal court
shall be filed in the Commercial Court exercising

territorial jurisdiction.
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Appeals

Appeals from decrees of Commercial Courts and
Commercial Divisions should be made to Commercial
Appellate Division of that High Court within 60 days from
the date of judgement or order. Commercial Appellate
Divisions shall endeavor to dispose of appeals within a

period of six months from the date of filing of the appeal.

Amendments to Civil Procedure Code, 1908 (CPC)

The Act contemplates certain amendments in the Code of

Civil Procedure, 1908. These are

i)Disclosure, discovery, and inspection of documents in
suits. All documents and photocopies in its power and
possession have to be filed with the plaint itself. Similarly,
a Defendant shall file a list of all documents and
photocopies in its power and possession while filing the
written statement. Duty to disclose documents which the
party has come to the notice of the party shall continue
till disposal of thesuit. All parties shall complete
inspection within 30 days from the date of filing ofthe
written statement. In case of disclosure and inspection of
electronic records, furnishing a print out will be
sufficient. Admission and denial of documents hasto be
completed within 15 days of completion of inspection

(Order Xl is substituted);

ii) An applicant can apply for summary judgement after
thesummons has been served. Summary judgement can
be filed in respect of the claim, either in whole or in part.

(Order Xl — A is inserted after Order XllI of the Code);

iii) This Act mandates the Courts to have case
management hearings once pleadings are completed,

wherein the Courts would frame issues and set dates for

trial, filing written arguments and addressing arguments.
Timelines are also mentioned for case management
hearing. (Order XV — A inserted after Order XV of the
Code);

iv) Filing of written arguments are compulsory. This Act
has limited oral arguments. (Order XVIII in Rule 2, of the

Code is Amended);

v) Affidavits of evidence of all witnesses whose evidence
is proposed to be led by a party shall be simultaneously
filed by the time directed in the first case management

hearing (Order XVIII Rule 4 of the code is amended);

vi) Court may control evidence, redacting or rejecting
evidence, format and guidelines of affidavit of evidence is
provided (after Order XIX Rule 3 of the Code, following

rules have to be inserted);

vii)Judgement needs to be provided within 90 days of
conclusion of arguments. (Order XX, Rule 1 of the Code is

substituted);

viii)  Costs include fees and expenses of the witness
incurred, also includes legal fees and expenses and any
other expenses relating to proceedings. Costs have to be
paid by one party, quantum of costs and when to be paid.
Provision for frivolous claim for damages is also

mentioned. (S.35 of the Code is substituted);
ix) Detailed provisions have been made regarding
interest and its calculation. (Order VII, After Rule 2,

following Rule 2A to be inserted);

x) Defendant fails to file a written statement within 30

Vol. IV, Issue 1, January, 2017 © Krishna & Saurastri Associates 9



days then he shall be allowed to file with cost as the
court decides but not later than 120 days from the
service of summons, then the defendant has to forfeit
the right to file written statement. (Order V, Rule 1, in

sub rule (1) substituted);

xi) Forms of pleading in Commercial Courts (Order VI,

after Rule 3, Rule 3A should be inserted);

xii) Verification of pleadings in a commercial dispute.

(Order VI, after Rule 15, Rule 15A should be inserted);

xiii)  Defendant fails to file a written statement within
30 days then he shall be allowed to file with cost as the
court decides but not later than 120 days from the
service of summons, after whichthe Defendant has to
forfeit the right to file written statement. (Order VIII, Rule

1 of the Code substituted);

xiv)  Denial by the defendant in suits before the
Commercial Division of the High Court or the Commercial

Court. (Order VIII After Rule 3, insert Rule 3A).

If there are any inconsistencies between the Act and the
CPC, then the provision of CPC as amended by this Act

will prevail.

As such, the Act will not only improve the speed at which
commercial disputes attain finality, but would also
improve the outlook of investors in considering India as
an investment destination. It is expected that the Act is
implemented by states and High Courts in its true spirit

to achieve the very objects of this Act.

Copyright Is Not a Divine Right: Delhi University
Copyright Case

“Copyright, especially in literary works, is thus not an
inevitable, divine, or natural right that confers on
authors the absolute ownership of their creations. It is
designed rather to stimulate activity and progress in the
arts for the intellectual enrichment of the public.
Copyright is intended to increase and not to impede the
harvest of knowledge. It is intended to motivate the
creative activity of authors and inventors in order to

benefit the public.”

In the case titled as The Chancellor Masters and Scholars
of the University of Oxford v. Rameshwari Photocopy
Services, the Delhi High Court dismissed the copyright
infringement petition initiated by three publishers
(Oxford, Cambridge and Taylor & Francis) against a
photocopy shop located in the premises of Delhi
University. The judgement was welcomed in India as the
same was seen as one with immense significance for
guestions of access to knowledge. The above paragraph in
itlalics makes the position of Indian jurisprudence clear.
The publishers who were making the argument that the
creation of course packs and the photocopying of
academic material for the same amounted to an
infringement of the exclusive copyright of the authors and
publishers, the defendants argued that the reproduction

of materials for educational purposes fell within the
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exceptions to copyright under Section 52(1)(i) of the
Copyright Act, 1957.

The publishers preferred an appeal against the judgment

of the Single Judge.

Division Bench’s Decision

percentage of the copyrighted material was reproduced or

the entire copyrighted material was reproduced.

In the course of instruction

The decision of the DB also focuses on section 52 of the
Copyright Act 1957 which provides that certain acts are
not to be considered copyright infringement. In particular,
the decision focuses on the interpretation of
section52(1)(i) which permits ‘the reproduction of any

work by a teacher or pupil in the course of instruction’.

Fair Use

When considering the issue of fair use, the DB held that
unless a statute expressly excludes fair use, fair use must
be read into every statute. Since with respect to section
52(1)(i), the legislature had not expressly made fair use a
limiting factor, the general principle of fair use must be
read into the clause. It went on to elaborate that the
purpose of use would determine what is fair use. The
utilisation of the copyrighted work would be fair use to
the extent justified for the purpose of education. The
extent of the material used whether, qualitative or
guantitative would not impact whether the utilisation
could be considered fair use. Further, the Court also
rejected the application of American jurisprudence
relating to ‘fair use’ to section 52(1)(i) for the reason that
the test for ‘fair use’ had statutory roots in the United

States of America and therefore was not applicable in the

Indian context.

Effectively, the DB held that as long as the reproduction of
copyrighted material was for the purpose of education,
the reproduction was permissible as it amounted to fair

use and it did not matter whether only a certain

Additionally, in order to determine if the preparation of
course packs fell within the purview of section 52(1)(i) of
the Act, the DB interpreted the terms ‘in the course of

instruction’, ‘reproduction and ‘publication’.

The DB relied on the decision in Longman Group Ltd vs
Carrington Technical Institute Board of Governors (1991) 2
NZLR 574, particularly on the statement that ‘the course
of instruction would include anything in the process of
instruction with the process commencing at a time earlier
than the time of instruction, at least for a teacher, and
ending at a time later, at least for a student. So long as the
copying forms part of and arises out of the course of
instruction it would normally be in the course of
instruction.’, to interpret the words ‘in the course of
instruction’. On this basis the DB held that the words
‘course of instruction’ have a wide meaning and that
‘course of instruction’ was not restricted to lectures by the
teacher in the classroom but would include the
preparation and distribution of material to be used in the
‘course of instruction’. The DB held that the end result
would be the same irrespective of whether the phrase ‘in

the course of instruction’ was treated as a verb or noun.

The meaning of ‘publication’ and ‘reproduction’

The DB contrasted their interpretations of ‘publication’
and ‘reproduction’ with those of the Single Judge. The DB
held that a ‘publication” would need to have an element of
profit but need not be available to everyone. It would still
be a ‘publication’ even if it is directed to a targeted
audience. Further, the Court held that word ‘reproduction’
included the plural and hence making multiple copies was

permissible as per section 52(1)(i). However, there would
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be no element of profit in the case of reproduction of a

work for use in the course of instruction.

Conclusion

The DB restored the Suit and held that there we two
triable issues. The first being whether the inclusion of
copyrighted work in the course pack was justified by the
purpose of the course pack. The second issue was whether
the photocopying on an entire book was a permissible
activity. The DB did not grant an injunction in favour of the
publishers but directed Rameshwari Photocopy Services to
maintain a record of course packs photocopied and
supplied by it. Rameshwari Photocopy Services could
continue making course packs containing copyrighted

material during the pendency of the Suit.

Several academics and students have welcomed the DB’s
Order claiming that the decision will lead to better access
to education in India. However, it can also be argued that
the DB has failed to balance the interests of publishers
with that of students and that licensing may have been a
more appropriate way to deal with course packs. The
question of whether the DB’s decision will lead to the
opening of floodgates, whereby under the guise of
education flagrant copyright infringement will take place,

remains to be seen.
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