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PATENTS (AMENDMENT) RULES, 2024

The Government of India vide the Ministry of Commerce and Industry published Patents
(Amendment) Rules, 2024 (hereinafter referred to as the “new Rules”) to further amend the
Patents Rules, 2003. The new Rules have come into force upon publication in the Official
Gazette vide notification dated March 15, 2024. There are several significant amendments

introduced in the new Rules, the salient features of which are set out below:

1. Amendment to Rule 12: Statement and undertaking regarding foreign

applications.
e Rule 12(2) has been amended by part substitution, according to which the Applicant is
required to file statements about detailed particulars of corresponding foreign applications
i.,e. Form 3 within 3 months from the date of issuance of first statement of objections
(FER). As a result, there is a relaxation from the previous requirement of filing an updated
Form 3 from time to time after the filing of the application in India.
e Rule 12(3) has been amended by substitution, according to which, the Controller may,
use accessible and available databases, for considering the information relating to
corresponding foreign applications. As a result, an Applicant is no longer required to furnish
information relating to processing of corresponding foreign applications as and when
requested by the Controller under Section 8(2).
e New Rule 12(4) has been added, according to which, the Controller under Section 8(2)
may, for reasons to be recorded in writing, direct the applicant to furnish a fresh statement
and undertaking in Form 3 within two months from the date of such communication by the
Controller.
e New Rule 12(5) has been added, according to which, the Controller may condone the
delay or extend the time for filing Form 3 for a period of up to 3 months upon a request
made in Form 4 with a fee.

2. Amendment to Rule 13: Specifications (Voluntary Filing of Divisional

Application)
e A new sub-rule (2A) has been added, according to which, an Applicant can voluntarily file
a divisional application under Section 16, in respect of an invention disclosed in the
provisional, or complete specification of the parent application, or a further application filed
under Section 16.

3. Amendment to Rule 24B: Deadline for filing Request for Examination (“"RFE")
e Rule 24B(1) has been amended by substitution, according to which, the time-limit for
filing the RFE is now reduced from the previously 48 months to 31 months from the date of
priority or from the date of filing the application, whichever is earlier.
eIn Rule 24B(1) a new clause i.e. clause (vi) has been added, according to which for
applications filed before the date of commencement of the new Rules i.e. March 15, 2024,
there shall be no change in the previous time limit, i.e., 48 months from the date of priority
or date of filing the application, whichever is earlier.

4. New Rule 29A: Grace period (Procedure in case of anticipation by prior display)
e A new Rule 29A has been inserted after Rule 29, according to which, a new Form 31 has
been introduced, by filing which, an Applicant can avail the grace period under Section 31
of the Act.

5. Amendment to Rule 55: Opposition to the Patent
e Rule 55(3) has been amended by substitution, according to which, on consideration of the
pre-grant opposition if the Controller is satisfied that, no prima facie case is made out, he
shall notify the opponent, and unless the opponent requests to be heard, the Controller

shall within 1 month from the date of such notice pass an order recording grounds of




refusal of the pre-grant opposition. However, if the opponent requests for a hearing, then
the Controller shall after hearing the Opponent, pass a reasoned order within 1 month from
the date of hearing, either refusing or prima facie accepting the pre-grant opposition and
notify the Applicant accordingly. Where a prima facie case is made out, the Controller shall
notify the Applicant within 1 month of receiving the pre-grant opposition.
e Rule 55(4) has been amended by part substitution, according to which, the timeline for
an Applicant to file a reply statement and evidence, if any, in support of his application has
been reduced from 3 months to 2 months, from the date of the notice issued by the
Controller under new Rule 55(3).
e New Rule 55(5(A)) has been added, according to which, the procedure specified in Rules
62(2) to 62(4) (which apply for post grant oppositions) shall apply to procedure for hearing
of pre-grant oppositions.
e New Rule 55(5(B)) has been added, according to which, where a pre grant opposition has
been filed and a notice issued by the Controller under Rule 55(3), the patent application
shall be examined in accordance with Rule 24C i.e. expedited examination.
6. Amendment to Rule 56: Constitution of Opposition Board and its proceeding
e Rule 56(4) has been amended by part substitution, according to which, the timeline for
the Opposition Board to provide a joint recommendation in a post grant opposition
proceeding has been reduced from 3 months to 2 months from the date on which the
documents were forwarded to the Opposition Board.
7. New Rule 70A: Certificate of inventorship.
e A new rule 70A has been introduced after Rule 70, according to which, the Controller may
issue a certificate of inventorship to an inventor in respect of a patent in force, on a
request made by the inventor through a new form viz. Form-8A along with fee.
e Further, the Controller may issue a duplicate certificate of inventorship to an inventor in
case the original certificate of inventorship was lost, destroyed, damaged or cannot be
produced.
8. Amendment to Rule 80(3): Renewal fees under Section 53
e Rule 80(3) has been amended by substitution, according to which, the annual renewal
fees payable can be paid in advance for a period of 2 years or more, and where the fees
are paid in advance for 4 years or more, a ten per cent reduction in fee, can be enjoyed.
9. Amendment to Rule 131(2): Working Statement (Form 27)
e Rule 131(2) has been amended by substitution, according to which, an Applicant is
required to submit Form 27 (working statement) once in every three financial years and
within six months from the expiry of each such period.
10. Amendment to Rule 137: Power of Controller generally
e Rule 137 has been renumbered to Rule 137(1). After Rule 137(1), a new Rule 137(2) has
been inserted, according to which, the provisions of Rule 137(1) shall not be applicable to
matters related to:-
i) Extension of time or condonation of delay under Rule 12(5) i.e. time for filing Form 3;
if) Rules 20(4)(i) and 20(6) i.e. the 31-month deadline to enter into national phase in
India and the time prescribed for filing translation of international application;
ifi) Rule 21 i.e. timeline for filing priority document;
iv) Rules 24B(1), 24B(5) and 24B(6) i.e. filing RFE and deadline to file a FER response;
v) Rules 24C(10) and 24C(11) i.e. 6-months deadline to file a FER response and the
extended timeline for filing the FER response in the case of applications undergone
expedited examination;
vi) Rule 55(4) i.e. filing of reply statement and evidence in a pre-grant opposition;
vii) Rule 80(1A) i.e. period of payment of renewal fees;
viii) Rules 130(1) and 130(2) i.e. time limit to file a review petition against the order of
the Controller;
ix) Rule 131(2) i.e. time limit to file working statement or Form 27.
11. Amendment to Rule 138: Power to extend time specified or condone delay.

e Heading of Rule 138 has been amended from “Power to extend time prescribed” to




“Power to extend time specified or condone delay.”
e Rule 138 has been amended by substitution, according to which, the time specified for
doing any act or taking any proceeding may be extended or any delay may be condoned by
the Controller for a period of up to six months, upon a request made in Form 4, where such
request is made before the expiry of the said period of six months, provided that such
request may be made any number of times within the specified period of six months.

12. Changes in Fees
e Filing fees have been revised for small entities and educational institutions to be same as
natural persons and startups.

e Filing fees for patent of addition has been reduced to 50%.

On what Number | For e-filing For physical filing
payable of
relevant Natural Other(s), Natural Other (s),
Form person alone person alone
or startup or| or with or startup or| or with
small entity | natural small entity | natural
or person or or person or
educational | startup educational | startup
institution or small institution or small
(INR) entity or (INR) entity or
educational educational
institution institution
(INR)
(INR)
On request for Form 4 2000 10000 2200 11000
extension
of time or

condonation of
delay (per month)
under sub-rule
(4) of rule 12 or
sub-rule (2) or
rule 131.

On filing Form 7A | 4000 20000 Not allowed Not allowed
representation
opposing grant of
patent under
section 25(1)

Certificate of Form 8A | 900 Not 1000 Not
inventorship applicable applicable
under rule

70A

Requesting grace | Form 31 | 500 2500 550 2750
period under

section 31

On request for Form 4 10000 50000 11000 55000

extension of time
under rule 138

(per month).

On application Form 8 No Fee No Fee No Fee No Fee

under section




28(2).

On notice of offer | -
to surrender a
patent under

section 63.

No Fee

No Fee No Fee No Fee

13. Revisions in Forms

Number of relevant Form

Changes in the Forms

Form 1

Categories such as PPH, gender,
age, educational institution has

been included.

Form 3

Paragraph 2(i) to include
application no and date of filing
have been included. The phrase
“Date of grant” has been
replaced with “Date of disposal”
in the Table.

Form 4

Rules 12(5), 131(2) and 138

included in the title.

Form 27

Requirement to provide details
of revenue generated if patented
invention is worked in India and
requirement to provide reasons
if a patented invention is not

worked in India are removed.

Form 8A

New Form 8A for Certificate of

inventorship

Form 31

New Form 31 for Grace period.
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